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8) Dart Drug Corp. v. Schering Corp., 320 F.2d 745, 748 n.10 (D.C. Cir. 1963); James
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to, the distinctive character or the repute of the Community trade mark. =3, 9 1174
AE (5)F2 ol FLE W8S 4xE TF M AR sk Sl

89) Davidoff & Cie SA and Zino Davidoff SA v. Gofkid, Ltd. (C-292/00): [2003] 1
C.M.LR. 35, para.AG7.

90) J. Thomas McCarthy, supra note 85, at 1164 n.5.
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O A7 £ A2 AlF A& (the market share occupied by goods or
services sold under the mark), @ A% A& ZF%E(the intensity of use of the
mark), @ 7F3E2 A 924 AHE- H2l(the geographic extent of use of the mark),
@ 73 A& 71%F (the duration of use of the mark), ® 7Fxel #st Fi - F

£(the amount of investment in promoting a

2} H] and advertising the mark)¥}
T 9ass uHstolor & Aolgkal #AIsHe]9) FEAERIA Y] o E Ae)

7] 91sk A9 Ve AASIE etk tE dHoE F3 AP AdA
Davidoff ¥29%) 9 Adidas #Z27) A 9] A A5x (2)F<] B2 1834 &

91) Id. at 1164.
92) General Motors Corp. v. Yplon S.A., (C-375/97): [1999] 3 C.M.L.R. 427.
93) Id. at para.43.
94) Id. at para.39.
95) Id. at para.[27].
) Davidoff & Cie SA and Zino Davidoff SA v. Gofkid, Ltd. (C-292/00): [2003] 1

CM.LR. 35.
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97) Adidas-Salomon AG v. Fitnessworld Trading, Ltd. (C-408/01): [2004] 1 C.M.L.R. 14.

98) Davidoff & Cie SA and Zino Davidoff SA v. Gofkid, Ltd. (C-292/00): [2003] 1
CM.LR. 35 para25 and 26; Adidas-Salomon AG v. Fitnessworld Trading, Ltd.
(C-408/01): [2004] 1 C.M.L.R. 14, para.20.

99) NIEBABIIEE: 25 1M H25. HOOMWMFELRE L UBADEL im0 & W—
HLCBELBDL DML, 3 Z o FRRE2 @ L zome L, g12EL, BENL
CETHELaZoIcERL, kL, AL, &L CIREXGRE R Z W U TRt 5174,

100) /NMREESE, £4 ) 2—2 3>, v2 ) A+ §100575(1992), 31-3271.
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101) #estbik 2000, 6. 29. 410(7)21508(210 % 4 2% H1044%, 2215); #sc 2000, 7.
18, FI1(729128(SUF1 X 4 £ % 5510445, 207F0); MY, iS4, 2102003,
239 1.

102) RIS L 3% H1A.

103) RIEBA B EEE B3 5 B2,

04) RIEHARI I 4. 38, REBSPILE H55%E &g 4o st 435t
A, I g2 S BAAAIAY A4z29 FUs

5) NIEGARI IR 574

106) AIEBPPG I 145 1MW 525

107) RNIEBA RS 5125 15 15 - 245 - B4,

108) pafses 4% W1 H195. MMADEBHIZHR D &2 2orT 2 0 L THAEN
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109) o€l 1980. 12. 9. A1 801829 ¥HA(¥1981, 13507).

110) ¥ A7z A1E A% - A71x A1 15, g, 2004, 12. 31, 747 =< 2005. 7. 1.
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vl=ell A A E I B E) 2 43} ofE2 fellM & A o] AA Z=
of HAA & s Bk ope}, AA F< 719+ (World Trade Organiza-
tion; WTO)<] “F9 #&d A A A4 @7 (Agreement on Trade Related Aspects
of Intellectual Property Rights; TRIPs)”116) @ AA XA xAkA 7]54(World
Intellectual Property Organization; WIPO)S] “HHAE B3 e #3 3%
A 2%HJoint Recommendation Concerning Provisions on the Protection of

Well-Known Marks)"117) o] & 84382 3|43t WAjof #t 48 Froj&E

116) TRIPs Article 16 [Rights Conferred] 3. Article 6bis of the Paris Convention(1967)
shall apply, mutatis mutandis, to goods or services which are not similar to those in
respect of which a trademark is registered, provided that use of that trademark in
relation to those goods or services would indicate a connection between those goods
or services and the owner of the registered trademark and provided that the interests
of the owner of the registered trademark are likely to be damaged by such use
[http:/ /www.wto.org/english/docs_e/legal_e/27-trips_01_e.htm (2005. 10. 1. F<)].

117) Joint Recommendation Concerning Provisions on the Protection of Well-Known
Marks Article 4 [Conflicting Marks] (1)(b). Irrespective of the goods and/or services
for which a mark is used, is the subject of an application for registration, or is
registered, that mark shall be deemed to be in conflict with a well-known mark where
the mark, or an essential part thereof, constitutes a reproduction, an imitation, a
translation, or a transliteration of the well-known mark, and where at least one of the
following conditions is fulfilled:

(i) the use of that mark would indicate a connection between the goods and/or
services for which the mark is used, is the subject of an application for registration, or
is registered, and the owner of the well-known mark, and would be likely to damage
his interests;

(ii) the use of that mark is likely to impair or dilute in an unfair manner the

distinctive character of the well-known mark;
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(iii) the use of that mark would take unfair advantage of the distinctive character of
the well-known mark [http://www.wipo.int/about-ip/en/development_iplaw /pub833.
htm (2005. 10. 1. <))

118) ol tj3l, AEH A FHol2o] Wit w2, Fa3 Ael A9A(1997), 83,

119) o]} #&dsto], 1988 wl=r 3% H3|(United States Trademark Association; USTA) 4t
3t 4 AE 9193](Trademark Review Commission)7} A% x99 Mg} HAHS 23
= W89 AEY 7l ekTrademark Law Revision Act of 1988)2 A|&3t wjAolx 3
B BEE 9% GATT 7ol oM vl=ol #eldt AAE A7) 919 =7} 39
U= AL AlAbsks b Atk F, vls oA e AR B ol AEshe REE
Aol eaty] % 2AR Ve F Avks AHelA 29 2L WNEe] desith=

Zlo]tHSenate Report No. 100-515, at 7 (1988)].
120) 2&A, v A, 1999, 3179,
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121) Act of Feb. 20, 1905, ch. 592, 33 Stat. 724, 728.

122) Julius R. Lunsford, Jr., Trademark Basics, 59 The Trademark Reporter 873, 880 (1969);
Patricia Kimball Fletcher, Comment — Joint Registration of Trademarks and the Economic
Value of a Trademark System, 36 University of Miami Law Review 297, 302-303 (1982);
John M. Murphy, Brand Strategy 18 (1990).

123) Edward C. Lukens, The Application of the Principle of Unfair Competition to Cases of
Dissimilar Products, 75 University of Pennsylvania Law Review 197, 205 (1927).
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(2) Vogue ¥+2126)

o] AH9] i “VOGUE" 2= BAIS FAE dsta Q%= 9 249
"V ol gl EupA] taplet Rolgithi)  mae 18 Fddt 3
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o] W= FARAY] £ T& oI F Q7] wiEel Adude] Hael &

St

AT A otk

_&

(3) Rolls-Royce ¥H2129)

o] AbAe] a1 “ROLLS-ROYCE” AEE AMg3ato] AHExel v]d7)|= Ak
31 99y, T 9 ARES g AT Fste] Az - wujetglthis0)
olgst J 1o o thaf WY AFA - vAre} grjes BF A7) adE

124) Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407 (2d Cir. 1917).
125)
126) Vogue Co. v. Thompson-Hudson Co., 300 F. 509 (6th Cir. 1924).
127) 1d

128) Id. at 509-511.

129) Wall v. Rolls-Royce of America, Inc., 4 F.2d 333 (3d Cir. 1925).
130) Id

_32_



32

B5H L2E Bk AE ARFWA, 19 2L N1 BIE An AF

W AFE o] getaat sk AlolnE Axde Fefel st #A8

2

o] Abel ¥l “DURO"#h= RS W2t 78 adAldd AH-He A
T HHVIE Az - deks AL, YA § dRE ARl 8 dS
SAE AAets ASTh1N) ojo tisl A2 gl ¥ Aol B AL
o7 ARgEYE Ae 5o Y1 9 anAY s oplshe JloEA 9

3 g ok stk d, 9 $AS @ Aw o voprh iEo] Ayt
vao e & du R AAL] 5340 Aad ¢ v AS AHska
H|135) o] HelM g WA M3} olEs FHoR AAs] AAE Hx9
At F7pEr]E o1l
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ofdeolM AT A 1898l UE I Wde AL JFE W
= glofEhal & = glvh o] A ARI]e] ARgE= “KODAK” Aig A
Al Abgshe 212 A Faldslel gttt FAshar, A7 A

131) Id. at 334.

132) Duro Pump & Manufacturing Co. v. California Cedar Products Co., 11 F.2d 205 (D.
Col. 1925).

133) Id.

134) Id. at 206.

135) Id.

136) Michael Adams, The Dilution Solution: The History and Evolution of Trademark Dilution,
12 DePaul-LCA Journal of Art and Entertainment Law 143, 149 (2002).

137) Eastman Photographic Materials Co. v. John Griffiths Cycle Corp. 15 R.P.C. 105, 110
(Ch. Div'l Ct. 1898).
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W7+¥l Frank 1. Schechter®] A4 “The Historical Foundations of the Law
Relating to Trade-Marks” %= Z1e|3t =9]= & aFQlth  Schechter= SFellA 4
- Aunt Jamaica ¥Z 3 Kodak #EE& FA0 2 HESHEA uAAAA A
T Atolol M AdxAe] ezl wAd ¢ glorng EEvkede] HeE A A

g Zla AbER Zo|th1s9)  Schechter] of9f 2 F4 JA] & o]E9

ax
o

138) Michael Adams, supra note 136, at 150; Walter ]. Derenberg, The Problem of
Trademark Dilution and the Antidilution Statutes, 44 California Law Review 439, 448-449
(1956); David S. Welkowitz, Trademark Dilution: Federal, State, and International Law 6-7
(2002).

139) Frank I. Schechter, The Historical Foundations of the Law Relating to Trade-Marks
164-171 (1925).
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9l 19274, Schechter= A2 =% “The Rational Basis of

Trademark Protection”142)S F3l, A¥%7} v AZQ AFol AFEHOZHN T4

of it FEel vhal e Mo} nAFAYe] YAHOE FAHE AL
AT Besk Yo 1 BaNe Pl RS S5 a4 A4 Fuo

Schechter’= 9] =FolA, AE9 AT 75 FA BES Ba O avx
2 golF Tl 72 Bedonows ARE 495 FEEE Aolw ) of
g3 vl AR AL T Wl U aAFAL ke Btk o)

2bA, Schechter®] oA & w JEW el Hiks LnAe e A8 A

140) Thomas R. Lee, supra note 81, at 866.

141) Frank L. Schechter, supra note 139, at 164-165.

142) Frank L Schechter, supra note 35.

143) 1d. at 825.

144) Id. at 824-825.

145) Lynda J. Oswald, supra note 20, at 265; J. Thomas McCarthy, supra note 29, at
§24:67; Thomas R. Lee, supra note 81, at 867, Miles ]J. Alexander & Michael K.
Heilbronner, supra note 29, at 96; David S. Welkowitz, Reexamining Trademark Dilution,
44 Vanderbilt Law Review 531, 533 (1991); Beverly W. Pattishall, Dawning Acceptance of
the Dilution Rationale for Trademark - Trade Identity Protection, 74 The Trademark
Reporter 289, 289 (1994); Dickerson M. Downing, From Odol(R) to Lingerie: Dilution and
the Victoria’s Secret Decision, 744 PLI/Pat 273, 284 (2003).

146) Frank [. Schechter, supra note 35, at 818.

147) 1d. at 819.
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)
) Id. at 831.
) Id. at 829-830.
151) Id. at 819.
) 1d. at 830.
) Odol case, Landgericht Elberfeld, 25 Juristische Wochenschrift 502, XXV
Markenschutz und Wettbewerb (MUR) 264 (Sep. 11, 1924).
154) Frank [. Schechter, supra note 35, at 831-832.
155) 1d. at 832.
156) Id. at 832.
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)
) Id. at 831.
) 1d. at 828.
160) Id. at 829.
) 1d. at 830.
162) Robert N. Klieger, supra note 32, at 805.
) Id. at 807.
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164) Id. at 810; Thomas R. Lee, supra note 81, at 868; Jerre B. Swann, Sr., supra note 65,
at 732.

165) ©]7lo] o]&n} “Perkins Bill” o2} dZAo A= 7| ko]tHHouse Report No. 72-11592,
(1932)]. Perkins Bill¢] AFAIst g 9 2o st fAEe] dfsiA, David S. Welkowitz,
supra note 138, at 11-12 ¥ appendix A FiL

166) Hearings Before the House Committee on Patents, 72d Cong. 8-17 (1932).

167) 15 U.S.C. §1114(1)(a).
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MassachusettsT2] HE ©]9], 1953 Illinois5172), 19553 New York=173) 4l
Georgia=174), 123 1963 Connecticut5175)7} 2}7F 8148 9] 4 414
sk ar, 1964 ol mHW W= AFE 9 93] (United States Trademark Associa-

tion)7} &A 3} o]F& &5t 7 AJEHe E¥(Model State Trademark Bill)176)

168) Act of May 2, 1947, chapter 307, §7(a), 1947 Mass. Acts 300 codified as amended at
Mass. Gen. Laws Ann. ch. 110(B), §12 (West 1996).

169) Walter J. Derenberg, supra note 138, at 452.

170) Id. at 453.

171) ©]A ¥ Massachusetts5 343} WA o] 1 HE ds BE dxel7tx &3stal 9l
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olgtil A8t/ % SHrh(id. at 451 n.65).

172) Act of June 24, 1955, §1, 1953 IIl. L. 455 codified as amended at 765 Ill. Comp. Stat.
Ann. 1035/15 (Michie 1993).

173) Act of Apr. 18, 1955, chapter 453, §1, 1955 N.Y. Laws 466 codified as amended at
N.Y. Gen. Bus. Law §368-d (McKinney 1996).

174) 1955 Ga. Laws 453, §1 codified as amended at Ga. Code Ann. §10-1-451(b) (1994s).

175) Conn. Gen. Stat. §35-11i(c) (1963).
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Id. at 543.

Bulova Watch Co. v. Stolzberg, 69 F. Supp. 543, 545 (D. Mass. 1947).
Id. at 543.
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208) Michael Adams, supra note 136, at 162.

209) Stork Restaurant, Inc. v. Sahati, 166 F.2d 348 (9th Cir. 1948).
210) Id. at 358.

211) Id. at 364.

212) Id

213) Robert N. Klieger, supra note 32, at 815 n.141.

214) Stork Restaurant, Inc. v. Sahati, 166 F.2d 348, 358 (9th Cir. 1948)

215) Harvard Law Review Association, Dilution: Trademark Infringement or Will-O’-The-Wisp?,
77 Harvard Law Review 520, 525 (1964).
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216) J. Thomas McCarthy, supra note 29, at §24:113.
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218) Michael Adams, supra note 136, at 162.
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220) Id

_47_



2 AR fAK A4S BA Ak Rol7] weln 2
FEHe F A% wAMY 43 €
Massachusetts¥ 81413} o] g8 ARglolQd, WAL 91 Wl vhgol

=E ol "AIshe AoR siAshA da |@es] & olee WA A
&

A}aﬂﬁo Ecﬂ )

-
il
b

O

Rl B Ao ANFORMR) FFOI} Aulng EXe) Wi E
o] WABHAEAY 7T
) oleld WAd HE uE g4s PAel AY - AR RN E B

s AEHozi olds] BF 0|22 =i 23 vty B4 5 9

o
>
>,
N
K
o
=)
N
N
N
)
N
tll
o,
X
[
o
N
ol
o
Ao
X
oo
=

X
ojZel et o] ojef & FAAA Ad)S 74 F A5} WA wdY

221) Id. at 542.

222) Michael Adams, supra note 136, at 164; Robert N. Klieger, supra note 32, at
818-819.

223) Robert N. Klieger, supra note 32, at 817.

224) Id. at 818; Harvard Law Review Association, supra note 215, at 526-527.

225) Cue Publishing Co., Inc. v. Colgate-Palmolive Co., 256 N.Y.5.2d 239, 240 (N.Y. Sup.
Ct.), aff'd, 259 N.Y.S.2d 377 (N.Y. App. Div. 1965).

226) Ye Olde Tavern Cheese Prods., Inc. v. Planters Peanuts Div., Standard Brands, Inc.,
261 F. Supp. 200, 208 (N.D. IIl. 1966), aff'd, 394 F.2d 833 (7th Cir. 1967);, EZ Loader
Boat Trailers, Inc. v. Cox Trailers, Inc, 746 F.2d 375, 380 (7th Cir. 1984); Business
Trends Analysts v. Freedonia Group, Inc., 650 F. Supp. 1452, 1458 (S.D.N.Y. 1987).

227) Sears, Roebuck & Co. v. Allstate Driving School, Inc.,, 301 F. Supp. 4, 19 (ED.N.Y.
1969); P.F. Cosmetique, S.A. v. Minnetonka, Inc., 605 F. Supp. 662, 672 (S.D.N.Y. 1985);
Oxford Industries, Inc. v. JB] Fabrics, Inc., 6 U.S.P.Q.2d 1756, 1764 (S.D.N.Y. 1988).
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and Prospects, 71 Northwestern University Law Review 618, 624 (1976) 311].

229) Beverly W. Pattishall, supra note 145, at 290.

230) Polaroid Corp. v. Polaraid, Inc., 319 F.2d 830 (7th Cir. 1963).

231) Lynda J. Oswald, supra note 20, at 267; Kenneth L. Port, supra note 190, at 439-440.

232) Polaroid Corp. v. Polaraid, Inc., 319 F.2d 830, 837 (7th Cir. 1963).

233) Id

234) James Robert Hughes, The Federal Trademark Dilution Act of 1995 and the Evolution of
the Dilution Doctrine — Is it Truly a Rational Basis for the Protection of Trademarks?, 1998
Detroit College of Law at Michigan State University Law Review 759, 772 (1998).
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252) Robert N. Klieger, supra note 32, at 816.

253) Milton W. Handler, Are the State Antidilution Laws Compatible with the National
Protection of Trademarks?, 75 The Trademark Reporter 269, 277 (1985).

254) Robert J. Shaughnessy, Trademark Parody: A Fair Use and First Amendment Analysis,
72 Virginia Law Review 1079, 1088 (1986).

255) Coffee Dan’s, Inc. v. Coffee Don’s Charcoal Broiler, 305 F. Supp. 1210 (N.D. Cal.
1969).

256) 1d. at 1217 n.13.

257) Harvard Law Review Association, supra note 215, at 529.
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258) Robert N. Klieger, supra note 32, at 816-817.

259) Beverly W. Pattishall, supra note 228, at 625-626.

260) Robert N. Klieger, supra note 32, at 817.

261) Milton W. Handler, supra note 263, at 283-287; Lisa M. Brownlee, Mead Data Central
v. Toyota and Other Contemporary Dilution Cases: High Noon for Trademark Law’s Misfit
Doctrine?, 79 The Trademark Reporter 471, 498-502 (1989); Richard A. De Sovo,
Antidilution Laws: The Unresolved Dilemma of Preemption Under the Lanham Act, 84 The
Trademark Reporter 300, 312-20 (1994); Julie Arthur Garcia, Trademark Dilution:
Eliminating Confusion, 85 The Trademark Reporter 489, 520-523 (1995).

262) United States Jaycees v. Commodities Magazine, Inc., 661 F. Supp. 1360, 1367-1368
(N.D. lowa 1987). Zzeu}, ol¢l 2o Ay A9 dx5S Agskx ofst ddb® 9
THPlasticolor Molded Products v. Ford Motor Co., 713 F. Supp. 1329, 1344-1346 (1989),
vacated, 767 F. Supp. 1036 (C.D. Cal. 1991); Mead Data Central, Inc. v. Toyota Motor
Sales, US.A., Inc, 702 F. Supp. 1031, 1040-1041 (S.D.N.Y. 1988) rev'd on other
grounds, 875 F.2d 1026 (2d Cir. 1989)].

263) Milton W. Handler, supra note 263, at 277; Ellen P. Winner, Right of Identity: Right
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of Publicity and Protection for a Trademark’s “Persona”, 71 The Trademark Reporter 193,
206 (1981).

264) Beverly W. Pattishall, supra note 228, at 624.

265) Robert N. Klieger, supra note 32, at 816, Michael Adams, supra note 136, at 165;
Beverly W. Pattishall, supra note 228, at 621.

266) Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 369 N.E.2d 1162 (N.Y.
1977).

267) Miles ]. Alexander & Michael K. Heilbronner, supra note 29, at 100; Robert N.
Klieger, supra note 32, at 819; James Robert Hughes, supra note 234, at 766; Terry R.
Bowen, The Federal Trademark Dilution Act of 1995 — Does It Address the Dilution
Doctrine’s Most Serious Problems?, 7 DePaul-LCA Journal of Art and Entertainment Law
75, 81 (1996).

268) Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 369 N.E.2d 1162, 1163
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(N.Y. 1977).

269) 1d. at 1162.

270) Id.; Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 390 N.Y.5.2d 101,
101 (N.Y.A.D. 1977).

271) Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 369 N.E.2d 1162, 1165
(N.Y. 1977).

272) 1d.

273) Tiffany & Co. v. Tiffany Productions, Inc.,, 264 N.Y.S. 459 (N.Y. Sup. Ct.), aff'd, 260
N.Y.S. 821 (N.Y. App. Div. 1932), aff'd, 188 N.E. 30 (N.Y. 1933). A3% AI34 2. (2) %

=
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274) Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 369 N.E.2d 1162,
1165-1166 (N.Y. 1977).

275) 1d. at 1166. ©] wj=el 9 #Fo] o] New Yorks W #AE3 A He 22 of
Yzt ®7|% gtiMushroom Makers, Inc. v. R.G. Barry Corp. 580 F.2d 44, 49 (2d
Cir. 1978)].

276) Allied Maintenance Corp. v. Allied Mechanical Trades, Inc., 369 N.E.2d 1162, 1166
(N.Y. 1977).

277) F 228) Hx.

278) Frank L. Schechter, supra note 35, at 818. #I37% A2d Z=x.

279) “Zidh, "B A3 WAl AGH7] feiMs TEvbsAe] etEed Ak ol 4T
oA Fetlormw e F4E 717hgtk” i st/ W D.C. Comics, Inc. v. Reel Fantasy,
Inc., 539 F. Supp. 141, 145 (S.D.N.Y. 1982) rev'd on other grounds, 696 F.2d 24 (2d
Cir. 1982)], T "33t WA Eg7bsdoly dae ofert A= 239l 28€
o}l gk o= HeltHBeneficial Corp. v. Beneficial Capital Corp., 529 F. Supp. 445, 451
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(S.D.N.Y. 1982)].

280) A, 345k WAl AE57] f18ke] HEEA] %%ﬂ% o] LAt of AL AL
Aeol ARA A B e A 27 A vl & REdEol 1 stthSafeway
Stores, Inc. v. Safeway Discount Drugs, Inc.,, 675 F.2d 1160, 1167 (11th Cir. 1982); Sally
Gee, Inc. v. Myra Hogan, Inc.,, 699 F.2d 621, 624 (2d Cir. 1983); Deere & Co. v. MTD
Products, 41 F.3d 39, 42 (2d Cir. 1994); Scott v. Mego International, Inc., 519 F. Supp.
1118, 1137 (D. Minn. 1981)]. ot oAl dae] ofelS Hajd =t A=A o
F7b A5 gAY A8S AT F o4 ofyARE A g B oS ddstr] fiét
o y¥gd 247t #ky 2 #AHE 9ltHAmerican Express Co. v. Vibra Approved
Lab. Corp., 10 U.S.P.Q.2d 2006, 2012 (S.D.N.Y. 1989)].

281) Deere & Co. v. MTD Products, 41 F.3d 39, 46 (2d Cir. 1994); David C. Lee, supra
note 18, at 329; Robert N. Klieger, supra note 32, at 820.

282) Allied #Ho] Wedxl 1977'd o] % 1994l o]27]7b4], A WA A7t EAH
AR 159401902, o] T FanAozuvt = 3N WAE IR shef i dx
AREE AT AR 9 1010 E3dekal, vobrt e 2A F A3 AN 2R
sto] 9310 AdE AMES FASE A2 AS 47e] AuA] F=thKenneth L. Port, supra
note 190, at 441). 8, 1977GHE 1996374 F 3| M5t WS A gste] 9] 4
AH-E S FAEE v 167101 tHRobert N. Klieger, supra note 32, at 820 n.174).
Community Federal Savings and Loan Association v. Orondorff, 678 F.2d 1034, 1037
(I1th Cir. 1982); Hyatt Corp. v. Hyatt Legal Services, 736 F.2d 1153, 1158 (7th Cir.
1984); Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Celozzi-Ettelson
Chevrolet, Inc., 855 F.2d 480, 485 (7th Cir. 1988); Deere & Co. v. MTD Products, Inc.,
41 F.3d 39, 45 (2d Cir. 1994); Dawn v. Sterling Drug, Inc., 319 F. Supp. 358, 363 (C.D.
Cal. 1970); Instrumentalist Co. v. Marine Corps League, 509 F. Supp. 323, 333 (N.D. IIL.

011
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Hdel osl 2+ F A5 Aol A5Hor HEHY] ARG o5 i 54
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(1) A4

Schechter7} #& 3438} o]&S Agtghel 3lojA, 1% A3AF 93 BE #3
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1981); Pillsbury Co. v. Milky Way Productions, Inc., 215 U.S.P.Q. 124, 135 (N.D. Ga.
1981); Estee Lauder, Inc. v. Cinnabar 2000 Haircutters, Inc., 218 U.S.P.Q. 191, 192
(S.D.N.Y.), aff'd, 714 F.2d 112 (2d Cir. 1982); Sykes Laboratory, Inc. v. Kalvin, 610 F.
Supp. 849, 858 (C.D. Cal. 1985); American Express Co. v. Vibra Approved Lab. Corp.,
10 U.S.P.Q.2d 2006, 2012 (S.D.N.Y. 1989); Eastman Kodak Co. v. D.B. Rakow, 739 F.
Supp. 116, 120 (W.D.N.Y. 1989); Coca-Cola Co. v. Alma-Leo U.S.A., Inc,, 719 F. Supp.
725, 729 (N.D. 1IIl. 1989); Hester Industries, Inc. v. Tyson Foods, Inc, 16 U.S.P.Q.2d
1275, 1280 (N.D.N.Y. 1990); McDonald’s Corp. v. Technologies, 17 U.S.P.Q.2d 1557,
1560 (N.D. Cal. 1990); Eventide Inc. v. DOD Electronics Corp., 1995 WL 239044, at *18
(S.D.N.Y. 1995); Wedgwood Homes, Inc. v. Lund, 659 P.2d 377, 383 (Or. 1983).

283) Robert N. Klieger, supra note 32, at 820-821.

284) 1d. at 821.

285) Frank L. Schechter, supra note 35, at 830.
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286) Robert N. Klieger, supra note 32, at 821.

287) Fruit of the Loom, Inc. v. Girouard, 994 F.2d 1359, 1363 (9th Cir. 1993); J. Thomas
McCarthy, supra note 29, at §24:13:1.b; American Law Institute, supra note 34, at §25
comment f.

288) Robert N. Klieger, supra note 32, at 821-822.

289) Id. at 822.

290) Id.

291) Jonathan E. Moskin, Dilution or Delusion: The Rational Limits of Trademark Protection,
83 The Trademark Reporter 122, 134 (1993).
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292) Dawn v. Sterling Drug, Inc., 319 F. Supp. 358 (C.D. Cal. 1970).
293) Robert N. Klieger, supra note 32, at 822.

294) Dawn v. Sterling Drug, Inc., 319 F. Supp. 358, 360 (C.D. Cal. 1970).
295) 1d
296) 1d
297)
298)
299) 1d
300) Robert N. Klieger, supra note 32, at 823.
301) A

Id. at 362.
Id. at 363.
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302) Coffee Dan’s, Inc. v. Coffee Don’s Charcoal Broiler, 305 F. Supp. 1210, 1217 n.13
(N.D. Cal. 1969); J. Thomas McCarthy, supra note 29, at §24:108; Robert N. Klieger,
supra note 32, at 823; James Robert Hughes, supra note 234, at 767.

303) American Law Institute, supra note 34, at comment c. A27 A274 1. F=x.

304) National City Bank of Cleveland v. National City Window Cleaning Co., 190 N.E.2d
437, 439 (Ohio 1963).

305) Alexander F. Simonson, How and When Do Trademarks Dilute: A Behavioral Framework
to Judge “Likelihood” of Dilution, 83 The Trademark Reporter 149, 151 (1993).

306) Cyd B. Wolf, Trademark Dilution: The Need for Reform, 74 The Trademark Reporter
311, 318 (1984).

307) Elliot B. Staffin, supra note 25, at 117; James Robert Hughes, supra note 234, at 771.
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L}, Hyatt #+7310)

o] HAN A7LF AN DS 9119 “HYATT Legal Services” 2h= 34>
AHZE7F “HYATT” 3ol i8] 713 ole 93 39 A7) Adade ofFs)
A g Qltke o2 IllinoisF 3|4 3F WAH el whe} vae] ALY AR =
A 8} T} 311)

st 7HA FuEE e 9 §de] 9= stelw “HYATT Legal Services” k=
A oAl 1 AR o]lFs 73] YEU= “Joel Hyatt Legal Services” 2F
FE IAE S AR Al AlRMTE Aolvs1y) me] T9F 2 ARk da

93 93 WEIA Aolo] ol F4 - AFWAE Q8 uolz &

rir

94

308) Wedgwood Homes, Inc. v. Lund, 659 P.2d 377 (Or. 1983).

309) Id. at 382.

310) Hyatt Corp. v. Hyatt Legal Services, 736 F.2d 1153 (7th Cir. 1984), cert. denied, 469
U.S. 1019 (1984), on remand, 610 F. Supp. 381 (N.D. IIl. 1985).

311) Id. at 1159-1160.

312) Id. at 1159.
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T} Steinway ¥HA314)

43 1853WHE “STEINWAY” Iopx=& Aak- ghufistar QI Il
1977 %€ “STEIN-WAY” AEE AREete] o557 W &3olE Azt 319l
ot M9 AR AMS FAE dEls dao] Aol dEke] HdL, 1w EA4E
QU el dhal ‘STEIN-WAY' 7Jx7F 9] AMEH= Zlo] ‘STEINWAY' “xs}
Foti Atole]] FAE O e AB|AY A FAlC] ojust JFE WA
Aot o A S APRI5) B3] el Ao ARE G F Qlvka B

oP16) 7 AMEE EABATE)

313) Robert N. Klieger, supra note 32, at 824 n.196. W, H¢o] ¢kx3] 843} o]Zef <
st AAE AAst AL SAThE A “Joel Legal Services” 9 o] “HYATT” “J¥7}
UA EFrE A A2 ﬂ*}”ﬂg Al_rstiefop & Zlojrh  thil, “Joel Hyatt Legal Services”

& BEOR ARk SlojojA] 343} oo el wAHA o
= 34 01%4 ol E@% T s Aola, webA 2435 o] ol o mo= 79} P
3|ApE e ARge] §8E S Aol Wl 99k & WAL Aljte] e®A EF o
it 71 &%k Zloldvtal @yl = ofEe SHol vt gt

314) Steinway & Sons v. Robert Demars & Friends, 210 U.S.P.Q. 954 (C.D. Cal. 1981).

315) Id. at 963.

316) Id. at 961.

317) 1d. at 957. Z1Rdd], 9 @AM WA “gEF W EFFolo] ‘STEIN-WAY' FEE At
atAl Hd 170] 'STEINWAY' Jjopg} ojuf st 2] - IPH Al S 3 A= Ak #Ad

weldod & vk dASAL glef(Id. at 961), AAA 2= EF ol
of &AL Atk & A% SIthRobert N. Klieger, supra note 32, at 824 n.199). 12
R = e Sl 19 2 E5vbedol Hd drkd dAE ¢ 3EA
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2. Ringling Brothers ¥-2321)

o] #ANN ATEIIAHLLE Tz Fojdel 7t “THE GREATEST
USED CAR SHOW ON EARTH’g+= #1 45 AFE3tE= 71 o

o AelA du WAL ofshATlE ZlolnE A Hojof bl whA|e]irhi)
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= %ol
18) Robert N. Klieger, supra note 32, at 824.
19) Id. at 824-825.

32()) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Celozzi-Ettelson

Chevrolet, Inc., 855 F.2d 480 (7th Cir. 1988).
321) 1d.
322) Id. at 484.
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325) Robert N. Klieger, supra note 32, at 825.

326) David S. Welkowitz, supra note 145, at 569.

327) Jonathan E. Moskin, supra note 291, at 123; Alexander F. Simonson, supra note 305,
at 150; Ralph S. Brown, Jr., Advertising and the Public Interest: Legal Protection of Trade
Symbols, 57 Yale Law Journal 1165, 1191-1192 (1948); Jonathan E. Moskin, Dilution Act:
Patent Medicine for Trademark Ailment?, New York Law Journal 1 (Mar. 8, 1996).

)
324) 1d.
)

)
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328) Community Federal Savings and Loan Association v. Orondorff, 678 F.2d 1034 (11th
Cir. 1982).

329) 1d. at 1034,
330) 1d. at 1036.
331) 1d. at 1037.
332) 1d.

333) 1d
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v}, Freedom Savings and Loan ¥2335)

o] AbAY YiE 1974 d5E “FREEDOM”olghs AEE Abgste] AF 9 o
2Ade J9shs A=A, 1976 d%5E “FREEDOM REALTY COMPANY”&#h=
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B AMEE FAE F A el etk e, 14 HdS a9
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™ 338) “o] A71e] A9 93 AME ‘FREEDOM’E 1 A¥#o] Zslty 2 4 9l

334) Robert N. Klieger, supra note 32, at 825.

335) Freedom Savings and Loan Association v. Way, 757 F.2d 1176 (11th Cir.), cert.
denied, 474 U.S. 845 (1985).

336) Id. at 1176.

337) Freedom Savings and Loan Association v. Way, 583 F. Supp. 544, 553 (D.C.Fla.
1984).

338) Freedom Savings and Loan Association v. Way, 757 F.2d 1176, 1186 (11th Cir. 1985).
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AL Lexis ¥H2342)

o] AbAelA 1= 19724 o]g “LEXIS gt o]0 7 AFHE 3

HAA AU~ Algstal A=HpRs) 937t 1987l 58 “LEXUS” 2k ©]

(]
o

ol
Ao,

ojglef, “AHe o] Fgt FREE RS W= I AATOREL AR ANH THAE i

ARG Bl SR8t E o] A Al NS AT v = AR WA ok
U THGaeta Cromwell, Inc. v. Banyan Lakes Village, 523 So. 2d 624, 626-627 (Fla. Dist.
Ct. App. 1988); Blanding Automotive Ctr. v. Blanding Automotive, Inc.,, 568 So. 2d
490, 492 (Fla. Dist. Ct. App. 1990)].

339) Freedom Savings and Loan Association v. Way, 757 F.2d 1176, 1186 (11th Cir. 1985).

340) Robert N. Klieger, supra note 32, at 826.

341) David S. Welkowitz, supra note 145, at 569.

342) Mead Data Central, Inc. v. Toyota Motor Sales, U.S.A., Inc.,, 875 F.2d 1026 (2d Cir.
1989).

343) Id. at 1027.
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7183l th.346)

9 /Ao BF oelMs ot ot 43 A=A ARE B
st7] f1af argEofop & 671418 47 AAEHA=H, @ AE ARl FAME
(the similarity of the marks), @ #[H7F Alole] f+AMI(the similarity of the
products covered by the marks), @ ZB[AS] F&] A X(the sophistication of
the consumers), @ 312 <}S(predatory intent), ©® Hi x| FH4
(renown of the senior mark), ® ¥l A3E° F8d(renown of the junior
mark)o] HFE 70| T}.347)

9 RaEe oFo M5 B BAATAN AT G BAW) o]t

344) Id. at 1028.

345) Mead Data Central, Inc. v. Toyota Motor Sales, U.S.A., Inc.,, 702 F. Supp. 1031, 1031
(S.D.N.Y., 1988).

346) Mead Data Central, Inc. v. Toyota Motor Sales, US.A., Inc, 875 F.2d 1026,
1030-1031 (2d Cir. 1989).

347) 1d. at 1035.

348) Deere & Co. v. MTD Products, Inc., 41 F.3d 39, 43 (2d Cir. 1994); Merriam-W ebster,
Inc. v. Random House, Inc., 35 F.3d 65, 73 (2d Cir. 1994); Sports Authority, Inc. v.
Prime Hospitality Corp., 89 F.3d 955, 966 (2d Cir. 1996); Ringling Brothers-Barnum &
Bailey Combined Shows, Inc. v. B.E. Windows Corp., 937 F. Supp. 204, 211-214
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(S.D.N.Y. 1996); American Express Co. v. CFK, Inc.,, 947 F. Supp. 310, 317 (E.D. Mich.
1996); Clinique Laboratories, Inc. v. Dep Corp., 945 F. Supp. 547, 562 (S.D.N.Y. 1996);
WAWA Dairy Farms v. Haaf, 40 U.S.P.Q.2d 1629, 1632-1633 (E.D. Pa. 1996), aff'd, 116
F.3d 471 (3d Cir. 1997); Hershey Foods Corp. v. Mars, Inc, 998 F. Supp. 500, 519
(M.D. Pa. 1998); Landscape Forms, Inc. v. Columbia Cascade Co., 117 F. Supp. 2d 360,
370 (S.D.N.Y. 2000); Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C,,
212 F.3d 157, 168 (3d Cir. 2000), cert. denied, 531 U.S. 1071 (2001).

349) David S. Welkowitz, supra note 138, 251-257; Thomas R. Lee, supra note 81, at 927;
Howard ]. Shire, Varying Standards For Assessing Whether There Is Dilution Under the
Federal Trademark Dilution Act, 91 The Trademark Reporter 1124, 1126-1128 (2001).

350) Lynda J. Oswald, supra note 20, at 295; ]J. Thomas McCarthy, supra note 29, at
§24:94.3; Robert N. Klieger, supra note 32, at 826-827.

351) AI37¢ A2 =

352) J. Thomas McCarthy, supra note 29, at §24:94.3.

353) Hershey Foods Corp. v. Mars, Inc., 998 F. Supp. 500, 520 (M.D. Pa. 1998).

354) Bristol-Meyers Squibb Co. v. McNeil-P.P.C., Inc.,, 973 F.2d 1033, 1046 (2d Cir. 1992);

American Law Institute, supra note 34, at §21(c).
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355) Robert N. Klieger, supra note 32, at 827.

356) J. Thomas McCarthy, supra note 29, at §24:94.3; Jonathan E. Moskin, supra note 291,
at 141.

357) Robert N. Klieger, supra note 32, at 827.

358) J. Thomas McCarthy, supra note 29, at §24:94.3.

359) Robert N. Klieger, supra note 32, at 828.

360) David S. Welkowitz, supra note 145, at 540; Jonathan E. Moskin, supra note 291, at
142; Alexander F. Simonson, supra note 305, at 162; Maureen Morrin & Jacob Jacoby,
Trademark Dilution: Empirical Measures for an Elusive Concept, 19 Journal of Public Policy
& Marketing 265, 269 (2000).

361) Robert N. Klieger, supra note 32, at 827 n.215.
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362) Mead Data Central, Inc. v. Toyota Motor Sales, US.A., Inc., 875 F.2d 1026, 1038 (2d
Cir. 1989).

363) J. Thomas McCarthy, supra note 29, at §24:94.

364) 1d. at §24:94.3.

365) Robert N. Klieger, supra note 32, at 826.

366) 1d

367) 1d
) 2 EHE’—H.CL 210 %= LP. Lund Trading ApS v. Kohler Co., 163 F.3d 27, 49-50 (Ist
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Cir. 1998); Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division
of Travel Development, 170 F.3d 449, 463-464 (4th Cir. 1999); Nabisco, Inc. v. PF
Brands, Inc. 191 F.3d 208, 227-228 (2d Cir. 1999). X3l Lexis A2 67FH4] Q452
T B AFE Adsy] fF Zejetal mlwd #dH el doks 5 SIUHLP.
Lund Trading ApS v. Kohler Co. 163 F.3d 27, 49-50 (Ist Cir. 1998); Times Mirror
Magazines, Inc. v. Las Vegas Sports News, L.L.C., 212 F.3d 157, 168 (3d Cir. 2000); Eli
Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 468 (7th Cir. 2000)].

369) Al47g A3 1. F=x

370) Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 217-220 (2d Cir. 1999).
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371) A3 ARAd Jx.

372) Robert N. Klieger, supra note 32, at 827.

373) 1d. at 828.

374) L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26, 31 (Ist Cir.), cert. denied, 483
U.S. 1013 (1987); American Law Institute, supra note 34, at §25 comment c.

375) Alexander F. Simonson, supra note 305, at 151.

376) Cyd B. Wolf, supra note 306, at 318.

377) Hormel Foods Corp. v. Jim Henson Productions, Inc., 73 F.3d 497 (2d Cir. 1996).

378) 1d. at 500-501.
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379
80
381) James Robert Hughes, supra note 234, at 780.

) Id. at 507.
)
)
382) General Electric Co. v. Alumpa Coal Co., Inc.,, 205 U.S.P.Q. 1036 (D. Mass. 1979).
)
)
) 1d

Id.

w

383) Id. at 1036.
384) Id. at 1037.
385
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2}, Coca-Cola ¥#2391)

3L Coca-ColaAt= “Enjoy Coca-Cola”2h= 77} “Enjoy Cocaine” © = H}¥l
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386) Chemical Corp. of America v. Anheuser-Busch, Inc., 306 F.2d 433 (5th Cir. 1962),
cert. denied, 372 U.S. 965 (1963).

387) Id. at 434.

388) Id

389) Id. at 433.

390) James Robert Hughes, supra note 234, at 777.

391) Coca-Cola Co. v. Gemini Rising, Inc., 346 F. Supp. 1183 (E.D.N.Y. 1972).
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Personality Posters Manufacturing Co., 304 F. Supp. 1228, 1230-1235 (S.D.N.Y. 1969)].
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397) Robert N. Klieger, supra note 32, at 829.

398) Pillsbury Co. v. Milky Way Productions, Inc., 215 U.S.P.Q. 124 (N.D. Ga. 1981).

399) Id. at 126.

400) Id. at 135.

401) Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema, Ltd., 604 F.2d 200 (2d Cir.
1979).
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402) Id. at 203.

403) 1d. at 205.

404) Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema, Ltd., 467 F. Supp. 366
(S.D.N.Y. 1979).

405) Dallas Cowboys Cheerleaders, Inc. v. Pussycat Cinema, Ltd., 604 F.2d 200, 207 (2d
Cir. 1979).

406) Eastman Kodak Co. v. Rakow, 739 F. Supp. 116 (W.D.N.Y. 1989).

407) 1d. at 117.

408) 1d. at 118.

409) 1d.

410) Id. at 119.
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411) Id. at 120.

412) Id.

413) L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26 (Ist Cir. 1987), cert. denied, 483
U.S. 1013 (1987).

414) 1d. at 27.

415) L.L. Bean, Inc. v. Drake Publishers, Inc., 625 F. Supp. 1531, 1536-1537 (D. Me. 1986).

416) Id. at 1539.

417) L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26, 27 (Ist Cir. 1987).
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425) Deere & Co. v. MTD Products, Inc., 41 F.3d 39 (2d Cir. 1994).

)
426) Id. at 41-42.
427) 1d. at 41.
428) 1d. at 41-42.
429) Deere & Co. v. MTD Products, Inc., 860 F. Supp. 113, 122 (S.D.N.Y. 1994).
430) Deere & Co. v. MTD Products, Inc., 41 F.3d 44 (2d Cir. 1994).
431) 1d. at 41.
432) 1d. at 44.
)

433) Id. at 43-44.
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Id. at 507.

James Robert Hughes, supra note 234, at 783.
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441) The United States Trademark Association, supra note 53, at 434; James Robert
Hughes, supra note 234, at 781.

442) Robert N. Klieger, supra note 32, at 830.

443) Beverly W. Pattishall, supra note 145, at 306-307; David S. Welkowitz, supra note
145, at 587-588.

444) James Robert Hughes, supra note 234, at 777 n.152; Robert N. Klieger, supra note
32, at 830.

445) Model State Trademark Bill §12. Likelihood of injury to business reputation or of

dilution of the distinctive quality of a mark registered under this chapter, or a mark

valid at common law, or a trade name valid at common law, shall be a ground for
injunctive relief notwithstanding the absence of competition between the parties or the
absence of confusion as to the source of goods or services.

446) vt 918} 2 WR 5 M5 AR 1259 A o] #Ekel=, “injury to business
reputation” ¥ “dilution of the distinctive quality of a mark” & Z}7 =§24Q #A= o
ofek Zlo] o2}, “injury to business reputation” ¥ “dilution” o] T2 Ql #Ae] U= A
o=, = 9 774 “injury to business reputation -+ of the distinctive quality of a
mark” & 384 steoF 39, o}t “injury to business reputation” # “dilution” > A &
oo Hopof atal of7]olli= AFHE e oFstel &Ado] B EdEhe A7t k(. Thomas
McCarthy, supra note 29, at §24:80). 12t} o]e] tiatels=, “injury to business reputa-
tion” & &oll ot s43tE ofu|dtrtt= AT AAEHL glem(David S. Welkowitz,
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supra note 145, at 587), A% i Al oyt Asfel| w1 9l ASE HAITh
[Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 432 (2003)].

447) Plasticolor Molded Products v. Ford Motor Co., 713 F. Supp. 1329, 1342 (1989),
vacated, 767 F. Supp. 1036 (C.D. Cal. 1991); Lisa M. Brownlee, supra note 261, at 477.

448) Kimbley L. Muller, A Position of Advocacy in Support of Adoption of a Preemptive
Federal Antidilution Statute, 83 The Trademark Reporter 175, 181 (1993).

449) Robert N. Klieger, supra note 32, at 830; James Robert Hughes, supra note 234, at
781.

450) Robert N. Klieger, supra note 32, at 830-831; James Robert Hughes, supra note 234,
at 781.
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452) Robert N. Klieger, supra note 32, at 831; James Robert Hughes, supra note 234, at
768.

453) Robert J. Shaughnessy, supra note 254, at 1090-1091 n.57. ©]9}
Ho] A3 o2 E3 AR AAA JHAE BHETorN s AR
T HA Rl A Fojete AHE P HAL AR dlelA] w3
THRobert N. Klieger, supra note 32, at 823).

454) Robert N. Klieger, supra note 32, at 831; James Robert Hughes, supra note 234, at
783.

455) Robert N. Klieger, supra note 32, at 831; James Robert Hughes, supra note 234, at
768; Terry R. Bowen, supra note 267, at 80.

456) Kraft General Foods, Inc. v. Allied Old English, Inc., 831 F. Supp. 123, 134 (S.D.N.Y.
1993).

457) A3 A4A 2. Fx

458) Dawn v. Sterling Drug, Inc., 319 F. Supp. 358, 363 (C.D. Cal. 1970).
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459) Ameritech, Inc. v. American Information Technologies Corp., 811 F.2d 960, 965 (6th
Cir. 1987); Hester Industries, Inc. v. Tyson Foods, Inc, 16 U.S.P.Q.2d 1275, 1280
(N.D.N.Y. 1990); Stern’s Miracle-Gro Prods., Inc. v. Shark Products, Inc., 823 F. Supp.
1077, 1090 (S.D.N.Y. 1993).

460) Elliot B. Staffin, supra note 25, at 165-166; Robert N. Klieger, supra note 32, at 831;
James Robert Hughes, supra note 234, at 768.

461) Plasticolor Molded Products v. Ford Motor Co., 713 F. Supp. 1329, 1342 (C.D. Cal.
1989); Robert N. Klieger, supra note 32, at 831; James Robert Hughes, supra note 234,
at 768-769.

462) Accuride International, Inc. v. Accuride Corp., 871 F.2d 1531, 1539 (9th Cir. 1989);
Sunmark, Inc. v. Ocean Spray Cranberries, Inc., 64 F.3d 1055, 1060 (7th Cir. 1995).

463) Sally Gee, Inc. v. Myra Hogan, Inc, 699 F.2d 621, 625 (2d Cir. 1983); Mead Data
Central, Inc. v. Toyota Motor Sales, U.S.A., Inc, 875 F.2d 1026, 1032 (2d Cir. 1989);
P.F. Cosmetique, S.A. v. Minnetonka Inc., 605 F. Supp. 662, 672 (S.D.N.Y. 1985).

464) Robert N. Klieger, supra note 32, at 831-832; Milton W. Handler, supra note 263, at
278.

465) J. Thomas McCarthy, 2 McCarthy on Trademarks and Unfair Competition §11:2 (4th ed.
2004).

466) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Celozzi-Ettelson
Chevrolet, Inc., 855 F.2d 480, 483 (7th Cir. 1988).
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467) Hyatt Corp. v. Hyatt Legal Services, 736 F.2d 1153, 1157 (7th Cir. 1984); International
Jensen, Inc. v. Metrosound U.S.A., Inc, 4 F.3d 819, 826 (9th Cir. 1993); Julie Arthur
Garcia, supra note 261, at 504.

468) Robert N. Klieger, supra note 32, at 832; James Robert Hughes, supra note 234, at
770.

469) Robert N. Klieger, supra note 32, at 832-833; James Robert Hughes, supra note 234,
at 770; Nancy S. Greiwe, Antidilution Statutes: A New Attack on Comparative Advertising,
61 Boston University Law Review 220, 225 (1981); Robert C. Denicola, Trademarks as
Speech: Constitutional Implications of the Emerging Rationales for the Protection of Trade
Symbols, 1982 Wisconsin Law Review 158, 187 (1982); Howard ]. Shire, Dilution Versus
Deception-Are  State  Antidilution Laws an Appropriate Alternative to the Law of
Infringement?, 77 The Trademark Reporter 273, 293 (1987).

470) Wash. Rev. Code Ann. § 19.77.160 (West 1997).

471) Robert N. Klieger, supra note 32, at 833.
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472) Robert N. Klieger, supra note 32, at 833; Howard ]. Shire, supra note 469, at 298.

473) Robert J. Shaughnessy, supra note 254, at 1090-1091 n.57.

474) Sally Gee, Inc. v. Myra Hogan, Inc, 699 F.2d 621, 625 (2d Cir. 1983); Hester
Industries, Inc. v. Tyson Foods, Inc., 16 U.S.P.Q.2d 1275, 1282 (N.D.N.Y. 1990).

475) James Robert Hughes, supra note 234, at 770 - 784.
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76) o241} “Lanham Act”E 9J®|&tH(15 U.S.C. §§1051-1127).

477) 15 US.C. §1114(1)(a).

478) 15 U.S.C. §1125(a)(1)(A).

479) A3 A3A 1. F=x.

480) Avon Shoe Co., Inc. v. David Crystal, Inc., 171 F. Supp. 293, 299 (S.D.N.Y. 1959);
Anheuser-Busch, Inc. v. Florists Ass'n of Greater Cleveland, Inc., 224 U.S.P.Q. 493, 497
(N.D. Ohio 1984); Kern's Kitchen, Inc. v. Bon Appetit, 669 F. Supp. 786, 792 (W.D. Ky.
1987); Worthington Foods, Inc. v. Kellogg Co., 732 F. Supp. 1417, 1457 (S.D. Ohio
1990).

481) Sykes Laboratory, Inc. v. Kalvin, 610 F. Supp. 849, 855-856 (C.D. Cal. 1985).
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484) Pub L 100-667, 102 Stat 3935.

485) Robert N. Klieger, supra note 32, at 837; Jerome Gilson, A Federal Dilution Statute: Is
It Time?, 83 The Trademark Reporter 108, 112 (1993).

486) Robert N. Klieger, supra note 32, at 836.
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488) Jerome Gilson, supra note 485, at 112.

489) The United States Trademark Association, supra note 53, at 454-462.

490) Julie Arthur Garcia, supra note 261, at 492 n.18. ©|x¥ 3t ¢J3|7} 343} @A
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% gtH(Jerome Gilson, supra note 485, at 115).
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Agata gub= 187 A E4E7]% st} Vincent Palladino, Revive Federal
Dilution Law, Manhattan Law 13 (Nov. 7, 1989)].

492) Jerome Gilson, supra note 485, at 115.

493) 1d.

494) Patent Office Oversight: Hearing Before the Subcommittee on Patents, Copyrights and
Trademarks of the Senate Judiciary Committee, 103d Cong. 54, 58-59 (1994).
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495) Elliot B. Staffin, supra note 25, at 109-110; Patrick M. Bible, Defining And Quantifying
Dilution Under the Federal Trademark Dilution Act of 1995: Using Survey Evidence to Show
Actual Dilution, 70 University of Colorado Law Review 295, 300 (1999).

496) J. Thomas McCarthy, supra note 29, at §24:87.

497) Robert N. Klieger, supra note 32, at 838.

498) 1d. at 839.

499) Trademark Dilution Bill Cleared for White House, Daily Report for Executives A2 (Jan.
3, 1996).

500) Id.

501) Dominic Bencivenga, Trademark Dilution: New Law Extends Protection of Famous Marks,
New York Law Journal 5 (Jan. 25, 1996).

502) Robert N. Klieger, supra note 32, at 838.
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reasonable, to an injunction against another person’s commercial use in commerce of a
mark or trade name, if such use begins after the mark has become famous and causes
dilution of the distinctive quality of the mark, and to obtain such other relief as is
provided in this subsection. In determining whether a mark is distinctive and famous,
a court may consider factors such as, but not limited to

(A) the degree of inherent or acquired distinctiveness of the mark;

(B) the duration and extent of use of the mark in connection with the goods or
services with which the mark is used;

(C) the duration and extent of advertising and publicity of the mark;

(D) the geographical extent of the trading area in which the mark is used;

(E) the channels of trade for the goods or services with which the mark is used;

(F) the degree of recognition of the mark in the trading areas and channels of trade
used by the marks” owner and the person against whom the injunction is sought;

(G) the nature and extent of use of the same or similar marks by third parties; and

(H) whether the mark was registered under the Act of March 3, 1881, or the Act of
February 20, 1905, or on the principal register.
507) Lanham Act §43(c)(2)[15 U.S.C. §1125(c)(2)]. In an action brought under this
subsection, the owner of the famous mark shall be entitled only to injunctive relief as
set forth in section 1116 of this title unless the person against whom the injunction is
sought willfully intended to trade on the owner’s reputation or to cause dilution of
the famous mark. If such willful intent is proven, the owner of the famous mark
shall also be entitled to the remedies set forth in sections 1117(a) and 1118 of this
title, subject to the discretion of the court and the principles of equity.
508) Lanham Act §43(c)(3)[15 U.S.C. §1125(c)(3)]. The ownership by a person of a valid
registration under the Act of March 3, 1881, or the Act of February 20, 1905, or on
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the principal register shall be a complete bar to an action against that person, with
respect to that mark, that is brought by another person under the common law or a
statute of a State and that seeks to prevent dilution of the distinctiveness of a mark,
label, or form of advertisement.

509) Lanham Act §43(c)(4)[15 U.S.C. §1125(c)(4)]. The following shall not be actionable

under this section:
(A) Fair use of a famous mark by another person in comparative commercial

advertising or promotion to identify the competing goods or services of the owner of
the famous mark.
(B) Noncommercial use of a mark.
(C) All forms of news reporting and news commentary.
510) Lanham Act §45(15 U.S.C. §1127). The term “dilution” means the lessening of the

capacity of a famous mark to identify and distinguish goods or services, regardless of

the presence or absence of
(1) competition between the owner of the famous mark and other parties; or

(2) likelihood of confusion mistake, or deception.

_96_



g % glckss)
Sed, 2 &) GlolA o S wAMe A AAAA Egol A
Lo 7 3 as WA e ot ag o AedE 9 delaw fi

511) K. Keith Facer, The Federal Trademark Dilution Acr of 1995: Whittling Away of State
Dilution Statutes, 10 Seton Hall Constitutional Law Journal 863, 900-902 (2000).

512) J. Thomas McCarthy, supra note 29, at §24:90 No Federal Preemption; House
Report, supra note 504, at 8.

513) J. Thomas McCarthy, supra note 29, at §24:90 No Federal Preemption. uwehx], o7
o = Aol wskol 343} ojEe] 3 RIUF JIHA deve W8 F oIANE W
AR Fgolk(Id. at §24:90 n.4).

514) Robert N. Klieger, supra note 32, at 840.

515) David C. Lee, supra note 18, at 329.
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516) A4 Aed F=x.

517) Lanham Act §43(c)(3)[15 U.S.C. §1125(c)(3)].

518) David C. Lee, supra note 18, at 329.

519) Id.

520) A3 A4A 2. (2) 2k Fx

521) Lanham Act §43(c)(1)[15 U.S.C. § 1125(c)(1)]. The owner of a famous mark shall be
entitled, subject to the principles of equity and upon such terms as the court deems
reasonable, to an injunction against another person’s commercial use in commerce of a
mark or trade name, if such use begins after the mark has become famous and causes

dilution of the distinctive quality of the mark, and to obtain such other relief as is

provided in this subsection -
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522) Miles J. Alexander & Michael K. Heilbronner, supra note 29, at 124 (1996); Robert
C. Denicola, Some Thoughts on the Dynamics of Federal Trademark Legislation and the
Trademark Dilution Act of 1995, 59-SPG Law and Contemporary Problems 75, 88-90
(1996). ol&= EW F A3k wAHHRE A2z Aol SlejA “injury to business
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523) Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 432 (2003).
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525) House Report, supra note 504, at 8.
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527) Hasbro, Inc. v. Internet Entertainment Group, Ltd., 40 U.S.P.Q.2d 1479, 1480 (W.D
Wash. 1996).

528) Anheuser-Busch, Inc. v Andy’s Sportswear, Inc., 40 U.S.P.Q.2d 1542, 1543 (N.D. Cal.
1996).

529) Toys “R” Us, Inc. v. Akkaoui, 40 U.S.P.Q.2d 1836, 1838 (N.D. Cal. 1996).

530) Mattel, Inc. v. Jcom, Inc., 48 U.S.P.Q.2d 1467, at 23 (S.D.N.Y. 1998). ﬂ]-?‘&ﬂ-ﬂi, %
ﬂl%é‘}f— “barbiesplaypen.com” AFIEES 7jAd3t A oA “BARBIE” JHEE &

Qo] [Mattel Inc. v. Internet Dimensions Inc., 55 U.S.P.Q.2d 1620, 1627

Y. 2000) & Aol Eel A “King Velveeda’s Cheesygraphics.com”©]2h= #il

A3k A% Loﬂ #ek “VELVEETA” %5 34 sk 9lekal shekKraft Foods
Holdings, Inc. v. Helm, 205 F. Supp. 2d 942, 950 (N.D. IIl. 2002)].

531) America Online, Inc. v. IMS, 24 F. Supp. 2d 548, 552 (E.D. Va. 1998).
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535) Id. at 217-221.

536) Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C., 212 F.3d 157, 169
(3d Cir. 2000); V Secret Catalogue, Inc. v. Moseley, 259 F.3d 464, 468-469 (6th Cir.
2001), rev’d on other grounds, 537 U.S. 418 (2003).

537) A3 A4H 2. (1) Ak FE

538) William G. Barber, A “Rational” Approach for Analyzing Dilution Clams: The Three
Hallmarks of True Trademark Dilution, 35 American Intellectual Property Law Association
Quarterly Journal 25, 63-64 (2005).

539) Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 469 n.7 (7th Cir. 2000);
AutoZone, Inc. v. Tandy Corp., 373 F.3d 786, 804-05 (6th Cir. 2004).

540) Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 469 n.7 (7th Cir. 2000).

541) Id. at 469.
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548) House Report, supra note 504, at 4; Susan L. Serad, One Year After Dilution’s Entry
Into Federal Trademark Law, 32 Wake Forest Law Review 215, 222-223 (1997).

549) House Report, supra note 504, at 4.

550) Avery Dennison Corp. v. Sumpton, 189 F.3d 868, 875 (9th Cir. 1999).
) Frederick W. Mostert, supra note 25, at 115. ¥, v]=/ famous mark 2} 3]
= MdeZ well-known mark7} &, o5 MR} AtoloflA] de] e Frof me}

HET, ) well-known markEoE o ¥ W99 An|AtoA &R AFE7}F famous

mark 24], well-known markts LAY FAFSE AF - AB] A9 AFEOZRET HEE
4 2oL} famous marki H]FA A AL o RYE]S] HE T 7hedtthal dtHInternational
Trademark Association, supra note 4, at 989, Memorandum prepared by the
International Bureau (WIPO), Protection of Well-Known Marks: Results of the Study by The
International Bureau and Prospects for Improvement of the Existing Situation, Committee of
Experts On Well-Known Marks, Meeting in Geneva 936 at 10 (Nov. 13-16, 1995);
Report of the First Session of WIPO’s Committee of Experts, Meeting in Geneva 81 at 17
(Nov. 13-16, 1995)]. AztAd], well-known marki $-2 AEHA “FAFE" o dFshs
Wdelal famous marks “AEAE O dFshs Adoleta & ¢ glE Zlolvh g8 A%
W FAGEe AR el Bt 5 940) FE

552) Frederick W. Mostert, supra note 25, at 116.

553) Avon case (German Federal Supreme Court, March 21, 1991), GRUR 863, 866 (1991).
Fw, AR 559 Fa-FAxel B 2Fo] Qo FAZRE NS Ads] A% VIE

- 104 -



daly] 93 QA5S Ay QoA E, SHo R 1RolN “FEAE e &
SAGA 94 FARTFAL Folatn SloiA, 2ol FAL i “AEe ol
DREE §9A IS We ERE edad BARG. ol i A2esIa
MAe AEee A s BAYe 544 1E 202 Aot Hug
Wolt, %, AR Aot Auolt A4 WA Er LAl w3
S} o] WelpEe) Auee EA R ALE QW A3 BAEA o
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oFA HYO A 40% EE L oo, Ao A 20%9, olgE et A9 71% 2 o

B el Al 4zl AmrF FAGR] sddtta 2 AbeEl7F leHDimple case (German

Federal Supreme Court, November 29, 1984), GRUR 550, 551 (1985), 17 IIC 271 (1986);
Joker case (Paris TGI, 3rd chamber, PIBD 1989, IlI-538); Camel case (Court of Milan,
September 13, 1990)]. ©]/J¢] #ZA & =2 Frederick W. Mostert, supra note 25, at 120°]
A Qg

554) Report of the First Session of WIPO’s Committee of Experts, supra note 535, 467 at 15;
Ruth E. Annand & Helen E. Norman, Blacktone’s Guide to the Trade Marks Act 1994 at
31 (1994).

555) Frederick W. Mostert, supra note 25, at 120.

556) Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 215 (2d Cir. 1999); TCPIP Holding
Co., Inc. v. Haar Communications, Inc., 244 F.3d 88, 93 (2d Cir. 2001); New York
Stock Exchange, Inc. v. New York, New York Hotel LLC, 293 F.3d 550, 556 (2d Cir.
2002).

- 105 -



% 917] wlo] k)

—

0

W
gl

5

)

—

0

)

—_
fite)
%0

mk

)
o]

AW A3z ()F (1)

A7}

thel 23 o

5]

Ry

”% 1 Z%

&

[e)
4%

=
.

o
A

by B

EAS

Aol ojnlg

A=
=

“ X
-1 =

oA,

o ZfrAelAl BA AT

3T
ar

N

Ué A

s Aol

84

HO]—

S

HelA,

&t

°l&

fle!

%=

AAzelg ol 4

g e £ Aol Adagou, A9 oM 5 azdo] AAIH ¢

o H
T

o) 913 ¢

S UA gnlshA Xaksly]

S5}t o
o Ml Zlo|thss)

=]
=

= Housen) A7 1

o
9 WaE F

2

PNl

O =oll M H]

el

5]

7ha4 #Hag

B

S|
A

9
2]

4150 = M

9]

FH 2,

5]

=

A7t B

Els

557) Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 769 (1992); Wal-Mart Stores, Inc.

v. Samara Bros., Inc., 529 U.S. 205, 210-211 (2000).

J. Thomas McCarthy, supra note 29, at §24:91.1.

P

558
559
560

Id.; The United States Trademark Association, supra note 53, at 460.

J. Thomas McCarthy, supra note 29, at §24:91.

Id. at §24:91.2.

562
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563) 1d. 3td, I o2 Victoria’s Secret FHAA oA 2 A28 A4 Y] Nabisco
BAS gt “Fane AEyge 7 Y 4 24 BHe oty 1 #A|S)

3L Qo Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 426 n.5 (2003)], ol oAt
Mgt AN 9 2] qrAsta Sl AEE 9 ofulof] HajM = o A §HA
U A o] Fo| X WEel| =Z¥sta, Azl 9 |ATE RS A o] %”é”éﬂr sgt 9
N2 AY =YAQ B3 e7olgks on: gy ozt HelA, b ool o]}
A BAZE ARG AEEe A I WA 5HYE BE oo w motels A2

FrHde AdME st ZAojgas w7 off¥ria &Hlvk(]. Thomas McCarthy, supra

note 29, at §24:91.2).

564) House Report, supra note 504, at 7; J. Thomas McCarthy, supra note 29, at §24:91.2.

565) Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C., 212 F.3d 157, 167
(3d Cir. 2000), cert. denied, 531 U.S. 1071 (2001).

566) Thane International, Inc. v. Trek Bicycle Corp. 305 F.3d 894, 912 n.14 (9th Cir.
2002).

567) Robert N. Klieger, supra note 32, at 842.
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570) Robert N. Klieger, supra note 32, at 843.

T,

(3d Cir. 2000), cert. denied, 531 U.S. 1071 (2001).
569) ]J. Thomas McCarthy, supra note 29, at §§24:108-24:112; American Law Institute,

568) Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C., 212 F.3d 157,
supra note 34, at §25 comment e.

Ho] Q= Aol ofyel AH|AFS}Y] TA oA

571) J. Thomas McCarthy, supra note 29, at §24:91.1.

572) Id. at §24:92 Factor (A).
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573) 1d.; The United States Trademark Association, supra note 53, at 460.

574) Robert N. Klieger, supra note 32, at 843.
576) J. Thomas McCarthy, supra note 29, at §24:92 Factor (C).

575) J. Thomas McCarthy, supra note 465, at §15:56.
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577) 1d.

578) Robert N. Klieger, supra note 32, at 843.

579) J. Thomas McCarthy, supra note 465, at §15:52.

580) Id. at §15:56. 1Ay, 47H%£7P 600%F 2ol vES 591 TV s F3 du Axst
A w3 o] 80% oAl 1A= tka sk Big O Tire Dealers, Inc. v. Goodyear Tire
& Rubber Co., 408 F. Supp. 1219, 1226 (D. Colo. 1976), modified, 561 F.2d 1365 (10th
Cir. 1977), cert. dismissed, 434 U.S. 1052 (1978)], +7/H¥7te] Fn= Q3] A nj=FA]
90% 7} A AEE AASA HAvk g o7k gltHSeven-Up Co. v. No-Cal Corp., 191
U.S.P.Q. 202, 205 (E.D.N.Y. 1976)].

581) Robert N. Klieger, supra note 32, at 843.

582) 1d.
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583) J. Thomas McCarthy, supra note 29, at §24:112.

584) Id. at §24:92 Factor (D); Syndicate Sales, Inc. v. Hampshire Paper Corp., 192 F.3d
633, 641 n.7 (7th Cir. 1999); TCPIP Holding Co., Inc. v. Haar Communications, Inc.,
244 F3d 88, 99 (2d Cir. 2001); House Report, supra note 504, at 7.

585) Robert N. Klieger, supra note 32, at 844.

586) Star Markets, Ltd. v. Texaco, Inc., 950 F. Supp. 1030, 1034 n.5 (D. Haw. 1996).

587) WAWA Dairy Farms v. Haaf, 40 U.S.P.Q.2d 1629, 1631 (E.D. Pa. 1996), aff'd, 116
F.3d 471 (3d Cir. 1997). otheh, ] A2 ARA0R & o “22 dAxe] & Ei17] o2
S A s Aol A& AorA, A=A WS Ad AENS HIsHTs &
Hel HAX ek wiAEHE Aoz B o= QltHLars S. Smith, Implementing a Registration
System for Famous Trademarks, 93 The Trademark Reporter 1097, 1109 (2003)].
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588) Star Markets, Ltd. v. Texaco, Inc., 950 F. Supp. 1030, 1035 (D. Haw. 1996); Ringling
Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel Develop-
ment, 955 F. Supp. 605 (E.D. Va. 1997), aff'd on other grounds, 170 F.3d 449, 456 (4th
Cir. 1999). 284, o]9} @2 Maryland 9 45 AGelAut dufjsl= AW AL A%
7b g Eeta g st $HdE s Holi=vl[Gazette Newspapers, Inc. v. New Paper, Inc.,
934 F. Supp. 688, 696-697 (D. Md. 1996)], o] &A= AU =55 &3 19 2 2
ol o]& Zo] oy o3|y 1 ddke] thsfe] opFwl o]k AASHA ¢far Qo FAH
oy ygdozy ougle Adeln wrle oy¥un &zluH]. Thomas McCarthy,
supra note 29, at §24:92 Factor (D) n.24].

589) J. Thomas McCarthy, supra note 29, at §24:92 Factor (D).

590) Robert N. Klieger, supra note 32, at 844.

591) J. Thomas McCarthy, supra note 29, at §24:92 Factor (F).
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592) Id

593) The United States Trademark Association, supra note 53, at 460-461.

594) J. Thomas McCarthy, supra note 29, at §24:92 Factor (F).

595) 1d
) 1d
) 1d
) 1d

596
597
598) 1d. =7 ool At Ye] 2ein AHwe] sAe] Tl A4F A3 2. (4) 7h B

599) Mead Data Central, Inc. v. Toyota Motor Sales, U.S.A., Inc.,, 875 F.2d 1026 (2d Cir.
1989).
600) A3% A4 2. (1) Ak F=x
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601) Mead Data Central, Inc. v. Toyota Motor Sales, U.S.A., Inc, 875 F.2d 1026,
1031-1032 (2d Cir. 1989).

602) ik, 9] BALS FAA R o= HEO AYEE ThA ok sheAldl s A3 A
3L A 9ktH]. Thomas McCarthy, supra note 29, at §24:92 Factor (F)].

603) Id. ol¢} ¥dste], AeAFE T A W A 87] Sl daiAnt de 48l dEE
AE2F Gfel AMgshs A Ao g4 sdehA okiEthal A Knaack Manufactur-
ing Co. v. Rally Accessories, Inc.,, 955 F. Supp. 991, 1003 (N.D. IIl. 1997)], AbdEel of
e o= AR Gl ARE A7) A719 BuE ARgshe Al AR FMolTtal =
ATt A King of the Mountain Sports, Inc. v. Chrysler Corp., 968 F. Supp. 568,
577-578 (D. Colo. 1997), aff'd on other grounds, 185 F.3d 1084 (10th Cir. 1999)], %tt]
] Al A Fofel At de] gl AREE AwrHe FHAFEH daa SetolHo] ARgss A
2 AE 349 gskA] gEtta & o7k tHToro Co. v. ToroHead Inc., 61 U.S.P.Q.2d
1164, 1182 (T.T.A.B. 2001)].

604) J. Thomas McCarthy, supra note 29, at §24:92 Factor (F).
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605) King of the Mountain Sports, Inc. v. Chrysler Corp., 968 F. Supp. 568, 578 (D. Colo.
1997); Michael Caruso & Co. v. Estefan Enterprises, Inc., 994 F. Supp. 1454, 1463 (S.D.
Fla. 1998); The United States Trademark Association, supra note 53, at 461.

606) J. Thomas McCarthy, supra note 465, at §11:85-87.

607) J. Thomas McCarthy, supra note 29, at §24:92 Factor (G); Robert N. Klieger, supra
note 32, at 843.

608) Star Markets, Ltd. v. Texaco, Inc., 950 F. Supp. 1030, 1035 (D. Haw. 1996); ].
Thomas McCarthy, supra note 29, at §24:92 Factor (G).
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610) Robert N. Klieger, supra note 32, at 844.

611) J. Thomas McCarthy, supra note 29, at §24:92 Factor (H).

612) Id.; Washington Speakers Bureau Inc. v. Leading Authorities Inc.,, 33 F. Supp. 2d
488, 504 (E.D. Va. 1999).

613) America Online, Inc. v. IMS, 24 F. Supp. 2d 548, 552 (E.D. Va. 1998).

614) Brown v. It's Entertainment, Inc., 34 F. Supp. 2d 854, 859 (E.D.N.Y. 1999).
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615) Mattel, Inc. v. Jcom, Inc., 48 U.S.P.Q.2d 1467, at 21 (S.D.N.Y. 1998); Mattel, Inc. v.
Internet Dimensions, Inc., 55 U.S.P.Q.2d 1620, 1626 (S.D.N.Y. 2000).

616) Anheuser-Busch, Inc. v. Andy’s Sportswear, Inc., 40 U.S.P.Q.2d 1542, 1542 (N.D. Cal.
1996).

617) Hasbro, Inc. v. Internet Entertainment Group, Ltd., 40 U.S.P.Q.2d 1479, 1479 (W.D.
Wash. 1996).

618) Cartier, Inc. v. Deziner Wholesale, L.L.C., 55 U.S.P.Q.2d 1131, 1136 (S.D.N.Y. 2000).

619) American Express Co. v. CFK, Inc., 947 F. Supp. 310, 315 (E.D. Mich. 1996).

620) Ohio Arts Co. v. Watts, 49 U.S.P.Q.2d 1957, 1958 (N.D. Ohio 1998).

621) Nabisco, Inc. v. PF Brands, Inc., 50 F. Supp. 2d 188, 205 (S.D.N.Y. 1999), aff'd, 191
F.3d 208 (2d Cir. 1999).

622) Ford Motor Co. v. Lloyd Design Corp., 184 F. Supp. 2d 665, 679 (E.D. Mich. 2002).

623) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v Utah Division of Travel
Development, 955 F. Supp. 605, 613 (E.D. Va. 1997), aff'd, 170 F.3d 449 (4th Cir. 1999);
Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. B.E. Windows Corp., 937
F. Supp. 204, 210 (S.D.N.Y. 1996).

624) Hotmail Corp. v. Van$ Money Pie Inc., 47 U.S.P.Q.2d 1020, 1024 (N.D. Cal. 1998).

625) Intermatic Inc. v. Toeppen, 947 F. Supp. 1227, 1239 (N.D. IIl. 1996).

626) Danjaq LLC v. Sony Corp., 49 U.S.P.Q.2d 1341, at [8] (C.D. Cal. 1998), aff'd without
opinion, 165 F.3d 915 (9th Cir. 1998).
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627) Jews for Jesus v. Brodsky, 993 F. Supp. 282, 306 (D.N.J. 1998), aff'd without
opinion, 159 F.3d 1351 (3d Cir. 1998).

628) Lexington Management Corp. v. Lexington Capital Partners, 10 F. Supp. 2d 271, 289
(S.D.N.Y. 1998).

629) Nailtiques Cosmetic Corp. v. Salon Sciences Corp., 41 U.S.P.Q.2d 1995, 1998 (S.D.
Fla. 1997).

630) NBA Properties v. Untertainment Records LLC, 1999 WL 335147, at *8 (S.D.N.Y.
1999).

631) Nike Inc. v. Variety Wholesalers, Inc., 274 F. Supp. 2d 1352, 1372 (S.D. Ga. 2003),
aff'd, 107 Fed. Appx. 183 (11th Cir. 2004).

632) Panavision International, L.P. v. Toeppen, 945 F. Supp. 1296, 1303 (C.D. Cal. 1996),
aff'd, 141 F.3d 1316 (9th Cir. 1998).

633) Polo Ralph Lauren L.P. v. Schuman, 46 U.S.P.Q.2d 1046, 1050 (5.D. Tex. 1998).

634) Porsche Cars North America, Inc. v. Manny’s Porshop, Inc., 972 F. Supp. 1128, 1132
(N.D. 1. 1997).

635) Eli Lilly & Co. v. Natural Answers, Inc., 86 F. Supp. 2d 834, 847 (S.D. Ind. 2000)
aff'd 233 F.3d 456 (7th Cir. 2000).

636) Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C., 212 F.3d 157, 166
(3d Cir. 2000), cert. denied, 531 U.S. 1071 (2001).

637) Toys “R” Us, Inc. v. Akkaoui, 40 U.S.P.Q.2d 1836, 1838 (N.D. Cal. 1996).

638) McNeil Consumer Brands, Inc. v. U.S. Dentek Corp., 116 F. Supp. 2d 604, 607 (E.D.
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639) Kraft Foods Holdings, Inc. v. Helm, 205 F. Supp. 2d 942, 947 (N.D. Ill. 2002).

640) Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 432 (2003).

641) WAWA Dairy Farms v. Haaf, 40 U.S.P.Q.2d 1629, 1631 (E.D. Pa. 1996), aff'd 939
F.3d 1032 (3d Cir. 1997).

642) Appleseed Foundation Inc. v. Appleseed Institute Inc., 981 F. Supp. 672, 677 (D.D.C.
1997).

643) Sports Authority, Inc. v. Abercrombie & Fitch, Inc, 965 F. Supp. 925, 941 (E.D.
Mich. 1997).

644) Avery Dennison Corp. v. Sumpton, 189 F.3d 868, 876-877 (9th Cir. 1999).

645) Michael Caruso & Co. v. Estefan Enterprises, Inc., 994 F. Supp. 1454, 1463 (S.D. Fla.
1998), aff'd without opinion, 166 F.3d 353 (11th Cir. 1998).

646) Hasbro, Inc. v. Clue Computing, Inc., 66 F. Supp. 2d 117, 132 (D. Mass. 1999), aff'd,
232 F.3d 1 (Ist Cir. 2000).

647) Columbia University v. Columbia/HCA Healthcare Corp., 964 F. Supp. 733, 750
(S.D.N.Y. 1997).

648) Something Old, Something New, Inc. v. QVC, Inc, 53 U.S.P.Q.2d 1715, 1725
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(S.D.N.Y. 1999).

649) Carnival Corp. v. SeaEscape Casino Cruises, Inc., 74 F. Supp. 2d 1261, 1271 (S.D.
Fla. 1999).

650) King of the Mountain Sports, Inc. v. Chrysler Corp., 968 F. Supp. 568, 577-578 (D.
Colo. 1997), aff'd on other grounds, 185 F.3d 1084 (10th Cir. 1999).

651) Lane Capital Management, Inc. v. Lane Capital Management, Inc.,, 15 F. Supp. 2d
389, 399 (S.D.N.Y. 1998).

652) Petro Shopping Centers L.P. v. James River Petroleum, 1997 WL 187335, at *3 (E.D.
Va. 1997), aff'd on other grounds, 130 F.3d 88 (4th Cir. 1997).

653) Star Markets, Ltd. v. Texaco, Inc., 950 F. Supp. 1030, 1036 (D. Haw. 1996).

654) S Industries, Inc. v. Diamond Multimedia Systems, Inc., 991 F. Supp. 1012, 1022
(N.D. IIl. 1998).

655) TCPIP Holding Co., Inc. v. Haar Communications, Inc., 244 F.3d 88, 100 (2d Cir.
2001).

656) Breuer Electric Mfg. Co. v. Hoover Co., 48 U.5.P.Q.2d 1705, 1718 (N.D. IIL. 1998).

657) Thane International, Inc. v. Trek Bicycle Corp., 305 F.3d 894, 912 (9th Cir. 2002).

658) Welch Allyn Inc. v. Tyco ational Services AG, 200 F. Supp. 2d 130, 148 (N.D.N.Y.
2002).

659) WE Media, Inc. v. General Elec. Co., 218 F. Supp. 2d 463, 472-473 (S.D.N.Y. 2002),
judgment aff'd, 94 Fed. Appx. 29 (2d Cir. 2004).
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660) Knaack Manufacturing Co. v. Rally Accessories, Inc., 955 F. Supp. 991, 1005 (N.D.
IL. 1997).

661) Washington Speakers Bureau Inc. v. Leading Authorities Inc., 33 F. Supp. 2d 488,
504 (E.D. Va. 1999), aff’d 217 F.3d 843 (4th Cir. 2000).

662) Advantage Rent-A-Car, Inc. v. Enterprise Rent-A-Car, Co., 238 F.3d 378, 381 (5th
Cir. 2001).

663) Genovese Drug Stores, Inc. v. TGC Stores, Inc., 939 F. Supp. 340, 350 (D.N.J. 1996).

664) H35 thdo] el HEA oF= F AN YA i Fems, 5 A ok
oAt g g Axe] Al BE thdo] ®vka ®okthDreyfus Fund, Inc. v.
Royal Bank of Canada, 525 F. Supp. 1108, 1125 (S.D.N.Y. 1981); Hester Industries, Inc.
v. Tyson Foods, Inc., 16 U.S.P.Q.2d 1275, 1279 (N.D.N.Y. 1990)].

665) Avery Dennison Corp. v. Sumpton, 189 F.3d 868, 878 (9th Cir. 1999); Syndicate
Sales, Inc. v. Hampshire Paper Corp., 192 F.3d 633, 640 (7th Cir. 1999); Times Mirror

- 121 -



AR E HA] 9 24 T oshuEA AN Ao 5l A FZe 3loA

NE ARA 2 SR B e AYE'E RS drke eld wFd

)
e
=
Jim
o
>
o
1o
oE

(o]
e
s
o
)
iy,
o
_0|L
(r
i
=
=
AU
Jo
o,
02,
=]
ro
N
1o
£
e

7 AgAThe RS RAIAE ghrkes) JlTh, $)9k 2ol 54 AF Rope
A S ES B - B Bore] 59 AFOIN AgSHe At o 4%
4ol BEA Fo) ol &el A3 FEIFsR Aoleks HAME) of)e] o] ¥

a1
43} o]2g Ho| Boli: R EF o|2Y £4] 9% Pk ol th ok

Magazines, Inc. v. Las Vegas Sports News, L.L.C., 212 F.3d 157, 164 (3d Cir. 2000);
Advantage Rent-A-Car, Inc. v. Enterprise Rent-A-Car, Co., 238 F.3d 378, 380 (5th Cir.
2001); Washington Speakers Bureau, Inc. v. Leading Authorities, Inc., 33 F. Supp. 2d
488, 503 (E.D. Va. 1999), aff'd 217 F.3d 843 (4th Cir. 2000); New York State Society of
Certified Public Accountants v. Eric Louis Associates, Inc., 79 F. Supp. 2d 331, 344
(S.D.N.Y. 1999); Deborah Heart and Lung Center v. Children of the World Foundation,
Ltd., 99 F. Supp. 2d 481, 492 (D.N.J. 2000).

666) Syndicate Sales, Inc. v. Hampshire Paper Corp., 192 F.3d 633, 641 (7th Cir. 1999);
Washington Speakers Bureau, Inc. v. Leading Authorities, Inc., 33 F. Supp. 2d 488,
503-504 (E.D. Va. 1999).

667) J. Thomas McCarthy, supra note 29, at §24:112.

668) Courtland L. Reichman, State and Federal Trademark Dilution, 17 Franchise Law
Journal 111, 133 (1998). <, A2 W& FHA0R FA AAsh= Aol A9
DE RS §94ue ol 3 Zo]tHId),

669) J. Thomas McCarthy, supra note 29, at §24:112.1 n.3.

670) Times Mirror Magazines, Inc. v. Las Vegas Sports News, L.L.C,, 212 F.3d 157, 174
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673) Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 764 n.1 (1992); John H. Harland
Co. v. Clarke Checks, Inc., 711 F.2d 966, 980 (11th Cir. 1983); Blue Bell Bio-Medical v.
Cin-Bad, Inc., 864 F.2d 1253, 1256 (5th Cir. 1989); Roulo v. Russ Berrie & Co., 886 F.2d
931, 935 (7th Cir. 1989), cert. denied, 493 U.S. 1075 (1990); Vision Sports, Inc. v.
Melville Corp., 888 F.2d 609, 613 (9th Cir. 1989); J. Thomas McCarthy, supra note 12,
at §8:4.

674) ml=Hd TARIE 53]of o8] REE (35 US.C. §§171-173), 4% &S dxkel &
slof 9l B3she Bfole 71 As e Hgﬂ 343} o2l o8 Kok A9l
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MeEd F5 Qlvk= Zlo|th]. Thomas McCarthy, supra note 29, at §24:90.1).

675) L.P. Lund Trading ApS v. Kohler Co., 163 F.3d 27, 50 (1st Cir. 1998).

676) Planet Hollywood, Inc. v. Hollywood Casino Corp., 80 F. Supp. 2d 815, 901 (N.D.
IL. 1999).

677) Paul Heald, Sunbeam Products, Inc. v. West Bend Co.: Exposing the Malign Application
of the Federal Dilution Statute to Product Configurations, 5 Journal of Intellectual Property
Law 415, 427 (1998).

678) Lanham Act §43(a)[15 U.S.C. §1125(a)].
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679) Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 773 (1992); SK&F, Co. v. Premo
Pharmaceutical Laboratories, Inc., 625 F.2d 1055, 1065 (3d Cir. 1980); Chevron Chemical
Co. v. Voluntary Purchasing Groups, Inc., 659 F.2d 695, 702 (5th Cir. 1981), cert.
denied, 457 U.S. 1126 (1982); John H. Harland Co. v. Clarke Checks, Inc., 711 F.2d 966,
980 (11th Cir. 1983); American Greetings Corp. v. Dan-Dee Imports, Inc., 807 F.2d
1136, 1140 (3d Cir. 1986); Vision Sports, Inc. v. Melville Corp., 888 F.2d 609, 613 (9th
Cir. 1989); Schwinn Bicycle Co. v. Ross Bicycles, Inc., 870 F.2d 1176, 1182-1183 (7th
Cir. 1989); Aromatique, Inc. v. Gold Seal, 28 F.3d 863, 868 (8th Cir. 1994); Elmer v.
ICC Fabricating, Inc.,, 67 F.3d 1571, 1578 (Fed. Cir. 1995); Tools USA and Equipment
Co. v. Champ Frame Straightening Equipment Inc., 87 F.3d 654, 657 (4th Cir. 1996); J.
Thomas McCarthy, supra note 12, at §8:7.

680) Lanham Act §45[15 U.S.C. §1127]. The term “mark” includes any trademark,
service mark, collective mark, or certification mark.

681) HAl S8l AHAola BZ7IsAl vArlel] diaiArt FoiEar SlilfJoseph R.
Dreitler & Mary R. True, Trademark Practice Before the PTO 2005, 817 PLI/Pat 289, 315
(2005)], 9 AEH A4 B715AQ AE AgE BEska 9t Lanham Act §43(a)(3)[15
U.S.C. §1125(a)(3)]].

682) Sunbeam Products, Inc. v. West Bend Co., 39 U.S.P.Q.2d 1545, 1549 (S.D. Miss.
1996), aff'd on other grounds, 123 F.3d 246 (5th Cir. 1997); Clinique Laboratories, Inc.
v. Dep Corp., 945 F. Supp. 547, 561 (S.D.N.Y. 1996); Hershey Foods Corp. v. Mars,
Inc., 998 E. Supp. 500, 513 (M.D. Pa. 1998); Binney & Smith v. Rose Art Industries, 60
U.S.P.Q.2d 2000, 2004 (E.D. Pa. 2001); J. Thomas McCarthy, supra note 29, at §24:90.1.
g, 5 343t gAo] A8E ARICRA AEe] HARloly MAE 343} o] 2]
EE% 4 9tkal £ #AE 25, McDonald's Corps. v. Arche Technologies, 17 U.S.P.Q.2d
1557, 1560 (N.D. Cal. 1990).
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v. House of Vacuums Inc., 381 F.3d 477, 481 (5th Cir. 2004); Toro Co. v. ToroHead,
- 126 -

Inc, 61 U.S.P.Q.2d 1164, 1176 (T.T.A.B. 2001); NASDAQ Stock Market Inc. v. Antartica



H A2

° 2
G T ol =T
+ W S K 4
o o o = o o] =
o~ TEjpa B - = _
ﬁmoo%ﬂwwa _Jm_aow%:opl
) £ il > = %y, £ o
;.l}l MM H_Al o . ‘A_l “.LIL ~— ...h“L ﬂ ‘I—_i 1% E;o
MG 3 2 - o - 2 o T o
Lﬂ%ﬂﬂﬁz a%ow,Am 5
! A Wﬁ T2 @ =~ & oy ooy X
03 ~<° o ,IO_I —~ < = |y . — 2 o
"D R = o = m g B T
g < o oz LT = . s E T N
Eféf;ﬁifei -
wo W 2z, ot i m B« = =
ﬂoﬁﬂ(u#g‘wmﬂ%mémw% i
or Ty T o ° % A = T © K
T N 2o T ~ = ¥ W & N X
) ° : =
A_l g IF_VI + = %o 1 Mo ZI 5 oo = 5 o7 o
F Mrn_ o X~ Mo r 5 T Hp g % s
6y e ICSIY A b} ol Mﬂ 5 X %o = 7
oy e M ° B e oy T a2 o s M o
~o o} =IO o o O —_ — B ~ 2 w ,
o7 o g 5 £} © 5 d By = = -
i 0 —— ~ 3 o ¥ X o 22 N - S
r t o — ok Elﬁ o B N s — -
) ) N N < =2 S = N
Gl HH < o (I ™ o E S
=T o o) T oM T Y e ) o oo 2 o T
o@duurm W%aﬁﬂﬂﬂ)mv.mm < o o
2} S oo M Co an T Zw S — 3 K
7o o o < M 5 2 o = -
S ml%wwﬁéﬁﬂmﬂms g £ i
A ™ o 2% i~ = A = o w w2 s o it
— %aﬁ% }@H_d@ﬁmﬂ%\m S B »
(o] 0 —_— [e'e)
- @@W?HAﬂ?u@Mﬂﬂgmm a7
5 %W%z%%éyﬂv&ow =g <
-~ = .z 3}
@&woafagﬂﬂmﬂkw 5z 5
- H_ l A > o o3l xr g B, ~ .= Y @ £
,_ ™~ e
X B By e o = . <
o~ ) r <0 TR o} “Ao z T M,* @ n O o
) N =} . -~
a o)) ™ ,mwo 1 = (N ~© = < 1) &
5 N 5 T N o S =2 = <A
T © efz =%
= 3 W — = ...IQ; = . s
Ny B o =2 o
= = = [
[S's) w = o
O NS N — M/_l/
o w PN
O

Id
at 43-46 F11

Q0
>,
- 127 -

]
ok 1 ZAAE Y

S

[e]

693) Lanha
m A

ct §43(c)(1)[15 US.C. §

]



S
=
2

3|

S
™

S
3

[¢)

1

g of

]

A
a

o
ta, FRedl 9

3T
arn

N

O

A

19
?

9

HES GAYRTE o

A= RS

G L RGN T % T M o W
T B RO GG W= = R w B
KR o ! >~
HTlgedad gz
0 0 =
CENE o 3 = 500 Mm o
B I o ot m "
© —~ HL = ° X " o
= ™ R o T o w_%c ajo w o] o )
o ¥ 5 MM_ W O o R o o o
had <F L o = %
LB S o g TT o™X
o~ 0 1) ot <9 S -
S _ﬁ to ow @ P T X o wo W ye
woer 2 BT ﬁ oo EOX O g
Ko X T NPT m D T £
Mo o W T % = < = & = T S
bor o OB E g E R T s 7 9
T WX - ) Z
ﬂ%@ﬁﬁkM%%%%%ﬁ &3 £ 0%
£l mw S R T owm o oo <O 5 5 * %
My o o) B IS or . o o g
= ° 7w SO T I O (= = @ =
K N — - o = X S N © Lo Lo
E:ﬁ X ° 52 N %o © N OE = — @ ST
Pewm LT o o owy FES g 5E E Lk
i 0 A — . [=] w
ﬂﬂﬂ%owﬂaﬁzmt_mmﬁ?ul_ﬂ S s © . B
N I - TP SR TG i > o s SR
L %0 o T & W o W L o b o @ £ a2
T o o W E o KT ow N oo ey s %3
X mo %o Oy of 2 o el L 2 = o=
i Te TxEsT T I 8 Eoozk
= TR W oy Lo oh o ﬂ woEe % 25 MO e
~va - 2 = < T N A ]
—~ X H " o o) w — o T ° R £ £ S R g % S g
o ® & W E D ER S S Y 28 S gf£ %55 S
W_FT R ) ,DI N o 1J7|| ri =< s = . = . g =
RN o WOR g T e ooy g W SEEELE =2 <=
o T X o] X B o =R ISR xS o
B o BT o ¢ T Ak U | N | I v R TITITITITIT R

- 128 -



RS HAYS PR 1FS UL 2H1A Q2e] Hofof Frha

Z, vk aB)4 Rl Pel RS S FA9) EHHoR AnAlA Q4

1
oA714 “HjE A ol ot B EAo] o Q140] A EAjelA olob
7} EAAAE bRt Eo] ohthns) 28
AR AR BUINE FEARS EY - 44 AT A8 BASA Prhe

2 ) otk Wel M6 S BANS ArjH o] ohle 44

E 2AE Yvlske AolA] AdsE - AR|A T AAE Yr|ske Zlo] ofyr 709

of W AE afAE AHAA Ei ouaAY of¥E BRI wehd, w
gt EAT AF L= AUz BAHS s golehs Aamne 548
o2 g ZEAQ o] J1 oleky BrhY BE, vk F5e 4
703) Id. at 51.

704

)

) 1d

705) Id.; The United States Trademark Association, supra note 53, at 461.
706) William G. Barber, supra note 538, at 51.
707) Id
708) Id
709) Id
710) Id.; Louis Altman, supra note 58, at §22:12 n.2.

711) Sara Stadler Nelson, The Wages of Ubiquity in Trademark Law, 88 lowa Law Review

731, 734 n.14 (2003).
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712) J. Thomas McCarthy, supra note 29, at §24:89; William G. Barber, supra note 538, at
51.

713) J. Thomas McCarthy, supra note 29, at §23:1.

714) William G. Barber, supra note 538, at 52.

715) J. Thomas McCarthy, supra note 29, at §24:90.2.

716) House Report, supra note 504, at 3.

717) LP. Lund Trading ApS v. Kohler Co., 163 F.3d 27, 50 (Ist Cir. 1998).
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718) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel
Development, 170 F.3d 449, 458 (4th Cir. 1999); Nabisco, Inc. v. PF Brands, Inc., 191
F.3d 208, 218 (2d Cir. 1999).

719) Playboy Enterprises, Inc. v. Welles, 279 F.3d 796, 805 (9th Cir. 2002); Thane
International, Inc. v. Trek Bicycle Corp., 305 F.3d 894, 905 (9th Cir. 2002).

720) Mead Data Central, Inc. v. Toyota Motor Sales, Inc., 875 F.2d 1026, 1029 (2d Cir.
1989).

721) SeeJet, Inc. v. Sewage Aeration Systems, 165 F.3d 419, 425 (6th Cir. 1999); Toro Co.
v. ToroHead, Inc., 61 U.S.P.Q.2d 1164, 1183 (T.T.A.B. 2001).

722) Moseley v. V Secret Catalogue, 537 U.S. 418, 432 (2003).

723) id. at 433-434; ]. Thomas McCarthy, supra note 29, at §24:90.2; Luigino’s, Inc. v.
Stouffer Corp., 170 F.3d 827, 832 (8th Cir. 1999).

724) Moseley v. V Secret Catalogue, 537 U.S. 418, 433-434 (2003).

725) ]. Thomas McCarthy, supra note 29, at §24:90.2; William G. Barber, supra note 538,
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at 53. |7, “THE GREATEST SNOW ON EARTH”2#}= 31 #++ “THE GREATEST
SHOW ON EARTH"zZH= %5 348k slo] ofetal & Ringling Brothers #Z
[Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel
Development, 170 F.3d 449, 451 (4th Cir. 1999)]> ©]21dt #HeA olgd 4= 31& Flo]
o} ey, olo] Wl “HAHA” 9 “WAWA”7F SAksttt 2 WAWA SHE[WAWA
Dairy Farms v. Haaf, 40 U.S.P.Q.2d 1629, 1632 (E.D. Pa. 1996), aff'd, 116 F.3d 471 (3d
Cir. 1997)], “PORSHOP”# “PORSCHE”7} frAtsttial <& Porsche ¥Z[Porsche Cars
North America, Inc. v. Manny’s Porshop, Inc., 972 F. Supp. 1128, 1130-1131 (N.D. IIL
1997)] 9 “HERBROZAC” ¥ “PROZAC”°| fAtstrkal & Eli Lilly ¥H4[El Lilly & Co.
v. Natural Answers, Inc,, 86 F. Supp. 2d 834, 852 (S.D. Ind. 2000) aff'd, 233 F.3d 456
(7th Cir. 2000)] &< 343} o]ZelA9 Fd - FAMIE && ol2elM e 17 w74
2 gobet o 75 Wek Zo] ofd7} tr(]. Thomas McCarthy, supra note 29, at §24:90.2).

726) ]J. Thomas McCarthy, 3 McCarthy on Trademarks and Unfair Competition §23:21 (4th
ed. 2004).

727) ]. Thomas McCarthy, supra note 29, at §24:90.2.

728) William G. Barber, supra note 538, at 55.
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729) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Celozzi-Ettelson
Chevrolet, Inc., 855 F.2d 480, 484-485 (7th Cir. 1988).

730) Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 469 (7th Cir. 2000).

731) Toro Co. v. ToroHead, Inc., 61 U.S.P.Q.2d 1164, 1183 (T.T.A.B. 2001).

732) Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 221-222 (2d Cir. 1999); Toro Co. v.
ToroHead, Inc., 61 U.S.P.Q.2d 1164, 1166 (T.T.A.B. 2001).

733) William G. Barber, supra note 538, at 66.

734) Id.
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) A3 ABE 1. FE

) Lanham Act §43(c)(1)[15 U.S.C. § 1125(c)(1)].

) Thomas R. Lee, supra note 81, at 860.

744) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel
Development, 170 F.3d 449, 460-461 (4th Cir. 1999).

745) Westchester Media v. PRL USA Holdings, Inc., 214 F.3d 658, 670-671 (5th Cir. 2000).
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746) National Football League Properties, Inc. v. ProStyle, Inc.,, 57 F. Supp. 2d 665, 671
(E.D. Wis. 1999); American Cyanamid Co. v. Nutraceutical Corp., 54 F. Supp. 2d 379,
391-392 (D.N.J. 1999); Playboy Enterprises, Inc. v. Netscape Communications Corp., 55
F. Supp. 2d 1070, 1075 (C.D. Cal. 1999).

747) Nabisco, Inc. v. PF Brands, Inc., 191 F.3d 208, 224-225 (2d Cir. 1999). thvh #2535
T4 o]5°] Federal Express Corp. v. Federal Espresso, Inc., 201 F.3d 168, 178
(2d Cir. 2000) TN AE 340] TrlA AR T 9S Bk opet AASH ekt
WA Gtk ol R Al SAWE ATE VIdesldnl, o= ddAor ddd &b
UTE a7 A Fayde =g FAtaL SHATH(]. Thomas McCarthy, supra
note 29, at §24:94.1).

748) Eli Lilly & Co. v. Natural Answers, Inc., 233 F.3d 456, 468 (7th Cir. 2000).

749) Moseley v. V Secret Catalogue, Inc., 537 U.S. 418 (2003).

750) Id. at 432-433.

751) 1d. at 432.
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752) 1d. at 433.
753) Id. at 433.
754) Thomas R. Lee, supra note 81, at 896.

)

755) ]J. Thomas McCarthy, supra note 29, at §24:94.2 Proof of Actual Loss of Sales or
Lost Profits is Not Necessary.
756) Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 433 (2003).
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757) 1d. at 434.

758) J. Thomas McCarthy, supra note 29, at §24:94.2 (2) Cases where the conflicting
marks are not identical; Thomas R. Lee, supra note 81, at 908; William G. Barber,
supra note 538, at 65.

759) Pinehurst, Inc. v. Wick, 256 F. Supp. 2d 424, 431 (M.D.N.C. 2003); Nike Inc. v.
Variety Wholesalers, Inc., 274 F. Supp. 2d 1352, 1372 (S.D. Ga. 2003), aff'd, 107 Fed.
Appx. 183 (11th Cir. 2004); General Motors Corp. v. Autovation Technologies, Inc., 317
F. Supp. 2d 756, 764 (E.D. Mich. 2004); American Honda Motor Co., Inc. v. Pro-Line
Protoform, 325 F. Supp. 2d 1081, 1085 (C.D. Cal. 2004).

760) Savin Corp. v. Savin Group, 68 U.S.P.Q.2d 1893, 1904 (S.D.N.Y. 2003), judgment
aff'd in part, vacated in part on other grounds, 391 F.3d 439 (2d Cir. 2004); Lee
Middleton Original Dolls, Inc. v. Seymour Mann, Inc,, 299 F. Supp. 2d 892, 902 (E.D.
Wis. 2004); Nike, Inc. v. Circle Group Internet, Inc., 318 F. Supp. 2d 688, 695 (N.D. IIL.
2004).
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761) J. Thomas McCarthy, supra note 29, at §24:94.2. ©] 7o w2, 939 Jx
APAREC 2 314 ARde] ISE YL & Sl 73—?—% i AR7E 2ol Aol AY o
Aololq EeiFE AEYs 7 9l Af-ekar drkid).

762) Thomas R. Lee, supra note 81, at 914.

63) 1d.

764) 1d. at 913,
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)
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766) 1d. at 915.
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767) 1d.

768) 1d.

769) J. Thomas McCarthy, supra note 29, at §24:94.2 (2) Cases where the conflicting
marks are not identical; Thomas R. Lee, supra note 81, at 908, William G. Barber,
supra note 538, at 65.

770) J. Thomas McCarthy, supra note 29, at §24:94.2 (2) Cases where the conflicting
marks are not identical.

771) J. Thomas McCarthy, supra note 29, at §24:94.2 Expert Testimony (a).
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Moseley v. V Secret Catalogue, Inc., 537 U.S. 418, 433 (2003).

J. Thomas McCarthy, supra note 29, at §24:94.2 Expert Testimony (a).

774) 1d. at §24:94.2 Expert Testimony (b).

775) 1d. at §24:94.2 Expert Testimony (c).

776) Exxon Corp. v. Exxene Corp., 696 F.2d 544, 550 (7th Cir. 1982); Schieffelin & Co. v.
Jack Co. of Boca, Inc., 1992 WL 156560 at *15 (S.D.N.Y. 1992); WAWA Dairy Farms v.
Haaf, 40 U.S.P.Q.2d 1629, 1632 (E.D. Pa. 1996), aff'd, 116 F.3d 471 (3d Cir. 1997).

777) Hershey Foods Corp. v. Mars, Inc,, 998 F. Supp. 500, 518 (M.D. Pa. 1998).

778) Ringling Brothers-Barnum & Bailey Combined Shows, Inc. v. Utah Division of Travel
Development, 955 F. Supp. 605, 616 (E.D. Va. 1997), aff'd on other grounds, 170 F.3d
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449 (4th Cir. 1999).

779) Mead Data Central, Inc. v. Toyota Motor Sales, U.S.A., Inc., 702 F. Supp. 1031, 1036
(S.D.N.Y. 1988) rev'd on other grounds, 875 F.2d 1026 (2d Cir. 1989); Snap-On Tools
Co. v. C/NET, Inc.,, 1997 WL 33483145 at *8 (N.D. II. 1997).

780) A47¢ A3 4. (1) F=x

781) Alexander F. Simonson, supra note 305, at 172-173; William G. Barber, How to Do a
Trademark Dilution Survey (Or Perhaps How Not to Do One), 89 The Trademark Reporter
616, 620-621 (1999).
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Development, 170 F.3d 449, 466 (4th Cir. 1999).

232 F.3d 1 (Ist Cir. 2000).
893) Federal Express Corp. v. Federal Espresso, Inc., 201 F.3d 168, 178 (2d Cir. 2000).
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(statement of Senator Leahy) %! Panavision International, L.P. v. Toeppen, 141 F.3d
1316, 1326 (9th Cir. 1998) i FAAALANE -9, AdAdeds], %) 2(F 113),
49 AL

1187) J. Thomas McCarthy, supra note 29, at §25:73.
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SIS UPACCAR Inc. v. TeleScan Technologles, L.L.C, 319 F.3d 243, 253 (6th Cir. 2003);
Planned Parenthood Federation of America, Inc. v. Bucci, 42 U.S.P.Q.2d 1430, 1441
(S.D.N.Y. 1997), aff'd without opinion, 152 F.3d 920 (2d Cir. 1998); New York State
Society of Certified Public Accountants v. Eric Louis Associates, Inc., 79 F. Supp. 2d
331, 342 (S.D.N.Y. 1999); OBH, Inc. v. Spotlight Magazine, Inc., 86 F. Supp. 2d 176,
190 (W.D.N.Y. 2000)], o= &5 Mde AUAA gt 2d Ert opet Fxaate
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Co., Inc, 977 F. Supp. 1407, 1414 (C.D. Cal. 1997); Hasbro, Inc. v. Clue Computing,
Inc., 66 F. Supp. 2d 117, 125 (D. Mass. 1999), aff'd, 232 F.3d 1, 2 (Ist Cir. 2000); Strick
Corp. v. Strickland, 162 F. Supp. 2d 372, 377 (E.D. Pa. 2001); Chatam International,
Inc. v. Bodum, Inc., 157 F. Supp. 2d 549 (E.D. Pa. 2001), aff'd without opinion, 40 Fed.
Appx. 685 (3rd Cir. 2002)]. <QIE{¥IS FHx BHAL &5 ol2el wsto] AAE A2,
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1195) Brookfield Communications, Inc. v. West Coast Entertainment Corp., 174 F.3d 1036,
1042 (9th Cir. 1999); Panavision International, L.P. v. Toeppen, 945 F. Supp. 1296, 1303
(C.D. Cal. 1996); Lockheed Martin Corp. v. Network Solutions, Inc., 985 F. Supp. 949,
961 (C.D. Cal. 1997); Academy of Motion Picture Arts & Sciences v. Network
Solutions, Inc., 989 F. Supp. 1276, 1279 (C.D. Cal. 1997); Bally Total Fitness Holding
Corp. v. Faber, 29 F. Supp. 2d 1161, 1166 (C.D. Cal. 1998).

1196) Avery Dennison Corp. v. Sumpton, 189 F.3d 868, 880 (9th Cir. 1999); Juno Online
Services, L.P. v. Juno Lighting, Inc., 979 F. Supp. 684, 691-692 (N.D. IIl. 1997); ti*H<
2004. 2. 13. /31 2001457709 4 (520047, 456).

1197) TCPIP Holding Co., Inc. v. Haar Communications, Inc., 244 F.3d 88, 103 (2d Cir.
2001); ActMedia, Inc. v. Active Media International, Inc., 1996 WL 466527 at *2 (N.D.
[ll. 1996); Panavision International, L.P. v. Toeppen, 945 F. Supp. 1296, 1303 (C.D. Cal.
1996), aff'd, 141 F.3d 1316 (9th Cir. 1998); Intermatic, Inc. v. Toeppen, 947 F. Supp.
1227, 1239 (N.D. IIl. 1996).

1198) J. Thomas McCarthy, supra note 29, at §25:77.

1199) Id. at §25:76 Domain Names of Personal E-Mail Web Sites; HQM, Ltd. v. Hatfield,
71 F. Supp. 2d 500, 507 (D. Md. 1999).
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1200) J. Thomas McCarthy, supra note 29, at §25:77.

1201) £95 Aol 9 ©rj9l 0B B - AFE FEAY YEA Mgl APuciy @
A e 2004 1. 15, Ao 20037H5124685 -4 (7H52004-7, 291) L

1202) J. Thomas McCarthy, supra note 29, at §25:76 Domain Names of Personal E-Mail
Web Sites n.47.

1203) Id. at §25:71 - §25:76 Violation of the Federal Anti-Dilution Act; 592 £ 29,
A(F2), 48119,
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1204) Hasbro, Inc. v. Internet Entertainment Group, Ltd., 40 U.S.P.Q.2d 1479, 1479 (W.D.
Wash. 1996); Toys “R” Us, Inc. v. Akkaoui, 40 U.S.P.Q.2d 1836, 1838 (N.D. Cal. 1996);
TeleTech Customer Care Management, Inc. v. Tele-Tech Co. Inc., 977 F. Supp. 1407,
1412 (C.D. Cal. 1997); Playboy Enterprises, Inc. v. Calvin Designer Label, 985 F. Supp.
1220, 1221 (N.D. Cal. 1997); Planned Parenthood Federation of America, Inc. v. Bucci,
42 US.P.Q.2d 1430, 1437 (S.D.N.Y. 1997); Enterprises, Inc. v. AsiaFocus International,
Inc., 1998 WL 724000 at *7-8 (E.D. Va. 1998); Jews For Jesus v. Brodsky, 993 F. Supp.
282, 308 (D.N.J. 1998) aff'd, 159 F.3d 1351 (3d Cir. 1998); Accord Archdiocese of St.
Louis v. Internet Entertainment Group, Inc., 1999 WL 66022, at *8 (E.D. Mo. 1999);
Mattel, Inc. v. Internet Dimensions Inc., 55 U.S.P.Q.2d 1620, 1626 (S.D.N.Y. 2000);
Nissan Motor Co, Ltd v. Nissan Computer Corp., 231 F. Supp. 2d 977, 980 (C.D. Cal
2002); i€l 2004. 5. 14. A31 2002t413782 FA (220047, 971), AEAEH L H5AL
2002. 5. 23. A3l 20017}813690 HA (AN EAA), ASEFAHY 2004, 11, 11, A1
200471512018 - 3363 A (e A= AA).

1205) Panavision International, L.P. v. Toeppen, 141 F.3d 1316, 1327 (9th Cir. 1998);
Teletech Customer Care Management, Inc. v. Tele-Tech Co., Inc., 977 F. Supp. 1407,
1410 (C.D. Cal. 1997). oli= vpx] =l o5l @3 2A4S dxd Hal ol2oz 743}
7] fl8to] AN Q= “HE WA £F7 o|B[F 1189) Fx|IUE FAFSE Aolga & &

Ath(]J. Thomas McCarthy, supra note 29, at §25:77 n.18.1).
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1206) HQM, Ltd. v. Hatfield, 71 F. Supp. 2d 500, 508, 509 (D. Md. 1999); Strick Corp. v.
Strickland, 162 F. Supp. 2d 372, 379 (E.D. Pa. 2001).

1207) UDRPE] AAIGH W&ol #atols, Az, mHldlolFiAe sl & o] =A%
235, 21A7] d=miapgete] HAlgh AW — A S4E A RPIE=E3(2002),
1031-1054™ i

1208) Lanham Act §32(2)(D)[15 US.C. § 1114(2)(D)]. (i)(I) A domain name registrar, a
domain name registry, or other domain name registration authority that takes any
action described under clause (ii) affecting a domain name shall not be liable for
monetary relief or, except as provided in subclause (II), for injunctive relief, to any
person for such action, regardless of whether the domain name is finally determined
to infringe or dilute the mark.

(II) A domain name registrar, domain name registry, or other domain name
registration authority described in subclause (I) may be subject to injunctive relief only
if such registrar, registry, or other registration authority has —

(aa) not expeditiously deposited with a court, in which an action has been filed
regarding the disposition of the domain name, documents sufficient for the court to
establish the court’s control and authority regarding the disposition of the registration
and use of the domain name;

(bb) transferred, suspended, or otherwise modified the domain name during the
pendency of the action, except upon order of the court; or

(cc) willfully failed to comply with any such court order.

(ii) An action referred to under clause (i)(I) is any action of refusing to register,
removing from registration, transferring, temporarily disabling, or permanently

canceling a domain name —
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(I) in compliance with a court order under section 43(d); or

(II) in the implementation of a reasonable policy by such registrar, registry, or
authority prohibiting the registration of a domain name that is identical to, confusingly
similar to, or dilutive of another’s mark.

(iii) A domain name registrar, a domain name registry, or other domain name
registration authority shall not be liable for damages under this section for the
registration or maintenance of a domain name for another absent a showing of bad
faith intent to profit from such registration or maintenance of the domain name.

(iv) If a registrar, registry, or other registration authority takes an action described under
clause (ii) based on a knowing and material misrepresentation by any other person
that a domain name is identical to, confusingly similar to, or dilutive of a mark, the
person making the knowing and material misrepresentation shall be liable for any
damages, including costs and attorney’s fees, incurred by the domain name registrant
as a result of such action. The court may also grant injunctive relief to the domain
name registrant, including the reactivation of the domain name or the transfer of the
domain name to the domain name registrant.

(v) A domain name registrant whose domain name has been suspended, disabled, or
transferred under a policy described under clause (ii)(II) may, upon notice to the mark
owner, file a civil action to establish that the registration or use of the domain name
by such registrant is not unlawful under this Act. The court may grant injunctive
relief to the domain name registrant, including the reactivation of the domain name or
transfer of the domain name to the domain name registrant.

1209) HAAAAY Az AT o},

1210) QJIEY F4 Aol &g HE A2z 213
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1212) Lisa E. Cristal & Neal S. Greenfield eds., Trademark Law & the Internet 245 (2d ed.
2001).

1211) J. Thomas McCarthy, supra note 29, at §25:77.
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1214) J. Thomas McCarthy, supra note 29, at §25:73.4.

1215) Gregory B. Blasbalg, Masters of Their Domains: Trademark Holders Now Have New
Ways to Control Their Marks in Cyberspace, 5 Roger Willaiams University Law Review
563, 566-567 (2000). HRAfelHAAY LAt W] AWA EAIC #atoelis, Ned
Snow, The Constitutional Failing of the Amnticybersquatting Act, 41 Willamette Law Review
1 (2005) L
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g AslEhs AN, oA ARE Q) o Be Be =97t 1oz A

theh typo-squatting> FHAAES LS =M o5& TFE Flo] ofet

A e 9RE olgael fA1E EHel olBE FEa: Rolehs AolA,

A olm] A mpe} HLv)1217) typo-squatting> FHEAEC] o= A:

g, m=e] - o] Y g typo-squatting> HEAROIH AT Y An[A} Bl 9
A Al =] 1218) -uete] AP AYAN A2z AllT obE oA

1216) J. Thomas McCarthy, supra note 29, at §25:78. Typo-squatting and the Truth in
Domain Names Act of 2003.

1217) A4 #1374 4. (1) 2 A5 224 3. F=

1218) Shields v. Zuccarini, 254 F.3d 476, 478 (3d Cir. 2001). °]&lelx, w=re] %o
2003 ol AME “=wQl o]Fo] WAA ®WAe] #g W E(The Truth in Domain Names
Act; 18 US.C. § 2252B)" ]l I3} typo-squatting®] 7412 = v, WS 1= QIHY
FelM afstr] A =]l ol5E ARgske] BlRle &'k ARl Edl & sk BAE
HHZ grdstar oy AAIE, 9] Shields v. Zuccarini A2 33181 Zuccarinix= 2004. 2.
26. B SWre® A 307/0LS Aol o] 2H HChristopher G. Clark, The Truth in
Domain Names Act of 2003 and a Preventative Measure to Combat Typosquatting, 89
Cornell Law Review 1476, 1513 (2004)]. vk 9] W& S Apo|Ee] &b sk 39
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2 5 Qus B9e Y8 Bart olvks AsE AT Qrkld. at 1515-1516).

1219) A2eE oleld AA SfelAl J19S WAe QB FaE AGSHE Aol BEA Fa
T A 9T Sl =AY ARE HES AL 9= oad vEdEE U
B QTSI 2005, 7. 6.4 20048342 AR (WP RAA), L5 2005,

8. 24. A1 20041472312 - 20041472329 #HA(AHAAEAA), I FALTHA 2004, 4. 22. A
320037187170 AR EAA), AeTAEHA 2005, 9. 30. A3 20057138667 #
AR EAA); 1.
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o o, wed] AUAES B - SARE 71958 Tulste] 4419 YAtelEo] o

AAR G AbdRto 2 AR ddAo] AAR HaHddvdis & 5 gl

1220) @A SuEte] 7195 Mula Ay A7 AHEshe 71Ed Ba2 a4 gee Al 7t
A ol % % gtk @ 2% ey Az GAsh AFste] 91 o AI(DNS)
A d2 7IAEE A% Eu]l olFoE W F= W, @ dF 7I9EE A =
olF o & Wtz E9 %) (plug-in) TE IS wjEat= W, @ 54 7=l ek A4
A B Bo] alojtdtoto|Rt A AN, HHE MIE A5 TR I
2]"?, http://news.hankooki.com/lpage/it_tech/200506/h2005062717175723720.htm (2005. 10.
1. A%) Fa.
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1221) A&ZdA 4 2005, 8. 26. A3 200471391385 B4 (F-&HEAA).
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1222) Jeffrey R. Kuester & Peter A. Nieves, Hyperlinks, Frames and Meta-tags: An
Intellectual Property Analysis, 38 IDEA: The Journal of Law and Technology 243, 247
(1998).

1223) Bally Total Fitness Holding Corp. v. Faber, 29 F. Supp. 2d 1161, 1168 (C.D. Cal.
1998). olelell, F= 270l A Aelol sgsl=Alol wstol Ao AFsta = &
A= obA7kA] HolA] o=tttk Ticketmaster AF[Ticketmaster Corp. v. Microsoft
Corp., Case No. 97-3055D (C.D. Cal. 1997)]3 Digital Equipment ¥Z[Digital Equipment
Corp. v. Altavista Technology, 960 F. Supp. 456 (D. Mass. 1997)]°llA Hil= 9 319] &
4 A4 A97E A S4E BAE fnkeE Zlofekal FAS o, Ticketmaster AR
GAEAE Ato] o] slall 2 FAE o] W] Aol WHAA] Skil[Bob Tedeschi, Ticketmaster
and Microsoft Settle Suit on Internet Linking, New York Times C6 (Feb. 15, 1999)] Digital
Equipment #4L Z57ksAol Slo] AxA Fa7t ARl ths offollA vobrh A 34
s} A Sk o Fof Hate datA| ofysklthDigital Equipment Corp. v. Altavista
Technology, 960 F. Supp. 456, 477-478 (D. Mass. 1997)].
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1224) Jeffrey R. Kuester & Peter A. Nieves, supra note 1222, at 246.
1225) AP, AAA N, 2004, 2297,
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3ol =1228) FrEETE e A 2 fiAtelEdtal shete TEYlS S
012 ALY fIAFO|Ee]| EFA|F|E= AL AR FA| slgetA Bk ol
AAZtzr o Wskele QIEYL fiAtelESl 54 54 fAIE AAI7F s
I Aoz FydEe Ao Jrz gy dEAE ASd u$ =8 Ao

T}.1230)

ik

1226) J. Thomas McCarthy, supra note 29, at §25:70. w|=2] 2 EFQIC] Fub =gl #
g 2Fol A AdE oY 1 gFEe] ey T4 & Fell FAH L 9], AT
o] A Al aFeh=A ofFol wato] BsiA wdsta gle wdHe e
Aoz walrkid).

1207) A4 A3A 2. (4) 1. 2 A5E ARA 2. (5) 7k B

1228) Jason R. Berne, All Dressed Up and No Place to Go: The Need for Trade Dress
Protection of Internet Sites, 27 American Intellectual Property Law Association Quarterly
Journal 265, 271-281 (1999); Xuan-Thao N. Nguyen, Should It Be a Free for All? The
Challenge of Extending Trade Dress Protection to the Look and Feel of Web Sites in the
Evolving Internet, 49 American University Law Review 1233, 1245-1255 (2000).

1229) J. Thomas McCarthy, supra note 29, at §25:70.

1230) J. Thomas McCarthy, supra note 12, at §8:13.
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T 9 Faelss) o] ndls vkl 1997 W R “www.terriwelles.com” ©]
th= APl EE Y 5h7] Al&skl=dl, 1 HlErE Lol “Playboy” 9} “Play-
mate” eh= woj7h F3HE o] Q1laL123) ofo] il vae] wEtHI7b R 3
Aol sfjgstriar Faeke AR SAE FTekoivhs) 4] Fe] tsto] ¥
AL, WEF 2= ARG AR Al KolA] FE HnE ofi|e23e) o] 9} 2 ¥ 3] AR
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el m 21237) AR 3o ddalA] ki=vlar A EH ) 1238)

1231) o] HolA, wetel 1= =M Ee] =M A9l H=o] wiH 7|5 rilra S. Nathenson,
Internet Infoglut and Invisible Ink: Spamdexing Search Engines with Meta Tags, 12 Harvard
Journal of Law and Technology 43, 47 (1998)].

1232) Playboy Enterprises, Inc. v. Welles, 7 F. Supp. 2d 1098 (S.D. Cal. 1998), aff'd
without opinion, 162 F.3d 1169 (9th Cir. 1998).

1233) Id. at 1100.

1234) Id. at 1100-1101.

1235) Id. at 1101-1102.

1236) Id. at 1104.

1237) 1d. at 1103.
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1238) Id. at 1105. ©]% Hrbr] i gf v]ar Apolofl A frakgh Wg-o] Aol AHSl=H|, v
o] HEb 2= o8] AR FAe] dlFetA ¥tk A E Sl tHPlayboy Enterprises,
Inc. v. Welles, 78 F. Supp. 2d 1066, 1096 (S.D. Cal. 1999) aff'd on point, 279 F.3d 796,
806 (9th Cir. 2002)]. ©iwh, 14 L2 97 Aol E w7 shdol e FHdEsE 7

&7 QA OR AGHE 2 A B o]§OoEA AT Mo APsA Prhn wgro

gtrhal whAlskgitPlayboy Enterprises, Inc. v. Welles, 279 F.3d 796, 806 (9th Cir. 2002)].

1239) Playboy Enterprises, Inc. v. Calvin Designer Label, 985 F. Supp. 1220, 1221 (N.D.
Cal. 1997); Enterprises, Inc. v. AsiaFocus International, Inc., 1998 WL 724000 at *7-8
(E.D. Va. 1998).

1240) Playboy Enterprises, Inc. v. Calvin Designer Label, 985 F. Supp. 1220, 1221 (N.D.
Cal. 1997); Enterprises, Inc. v. AsiaFocus International, Inc., 1998 WL 724000 at *4 (E.D.
Va. 1998). o]9} #-ste], A el of o #g Fo|r|& kARt FdEs 59 - f
AR ©o]E Eldl o]F o AREE Jlo] ofyet &4 sk¢] AR F AFERE ALgshe A
2 FA o]go gt £ A7} 35S AlAFSE= BE7F At Patmont Motor Werks, Inc.

v. Gateway Marine, Inc., 1997 WL 811770 at *4 (N.D. Cal. 1997)].
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1241) J. Thomas McCarthy, supra note 29, at §25:69. EvIQl ©]F2 WA WA An]2}
oo otAE EAR vee s g Aes WA et Ak ol kel 24
AQ1 Apolel Al nlEH+= Aoletar & 4 SlvHBihari v. Gross, 119 F. Supp. 2d 309, 316
(S.D.N.Y. 2000)].

1242) Maureen A. O'Rourke, Defining the Limits of Free-Riding in Cyberspace: Trademark
Liability for Metatagging, 33 Gonzaga Law Review 277, 294 (1997-1998); Terrell W. Mills,
Metatags: Seeking to Evade User Detection and the Lanham Act, 6 Richmond Journal of
Law and Technology 22, 26.
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Abstract

The Construction and Application

of the
Trademark Dilution Theory

Song, Jaeseop
Graduate School of Law

Seoul National University

Historically, trademark was a symbol to be used to distinguish one’s goods.
But it is also true that because trademark reflects the consumers’ trust and
trademark owner’s credit and reputation, trademark itself has selling power
and can be a way to secure advantages in market competition.  This
presents the necessity of protection of trademark unless likelihood of
confusion.

The dilution theory is a doctrine to protect the property value of a
mark, that is, it prohibits injury to property value like trademark owner’s
credit and reputation by use of similar mark to a famous mark. Recently,
various countries including United Stated and EU have enacted the dilution
theory as an alternative of traditional trademark infringement theory, and
South Korea enacted the provisions to protect the distinctive quality and
business reputation of a famous mark as well.

The dilution theory presumes that the basis of trademark protection is

not consumers protection but property value of a mark, so it expands the
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extent of trademark protection. But if so much protection of property value
of a mark is given unless likelihood of confusion then free competition and
freedom of expression could be unreasonably restricted. Here, the question
how to establish the standard of application of dilution theory to specific
case enters the stage importantly.

The essence of dilution of a mark is to injure consumers’ association
with a unique and single mark by use of similar mark to a famous mark.
It means that the key hallmarks of dilution was the degree of fame of the
plaintiff's mark, the degree of uniqueness of the plaintiff's mark and the
degree of similarity of the defendant’s mark. Especially, considering that the
dilution theory can cause the effect of chilling competition and the threat to
free speech, it should not be allowed that the dilution theory is substituted
for the confusion theory. Therefore, the hallmarks of dilution is constructed
and applied as strictly as possible.

The above problems raise the question about propriety and necessity of
the dilution theory. It may be true that the dilution theory threats the
freedom of speech and expression, causes the monopolization of language,
and bars the free competition, but all of this problems cannot be grounds to
negate the theory itself. Because, the dilution theory can be used positively
to bridge the gap between the established legal system and the changing
legal circumstances on account of development of technology. It is a good
example of the necessity of the dilution theory that it may be presented as
an answer to the challenging legal problems from internet.

Ultimately, the key is to what extent the dilution theory can be and

should be applied. This is a potent legal tool, which must be carefully used

- XVii —



as a scalpel, not a sledgehammer. Thoughtless use of this tool would twist
and deform the law of trademarks, and above all the scope of
“non-commercial use” should be established rationally. In conclusion, the
dilution theory should be constructed and applied to balance the interest of
famous mark’s owner with that of the public and to harmonize free

competition with fair competition.

Keywords: dilution, blurring, tarnishment, FTDA, domain name, typo-squatting,

keyword service, link, frame, meta-tag, search engine, anti-site

Student Number: 2003-30409
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